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ARMSTRONG PAINT AND VARNISH Works v. Nvu-ENAMEL 


CoRPORATION, ET AL. 
United States Supreme Court 
December 5, 1938 


Trape-Marks—ReEcistratioN—Act or 1920—Errecr. 

Registration of a trade-mark under the Act of 1920 does not create 
any substantive rights in the registrant. It does, however, give the 
registrant remedies in the Federal courts for protecting such regis- 
tration. 

‘TrapE-Marks—REGIstRaTION UNDER Act or 1920—Sutts ror INFRINGEMENT 

—J URISDICTION. 

Where action for infringement is brought based on registration 
under the Act of 1920, the district courts have jurisdiction, and, unless 
plainly unsubstantial, the allegation of registration is sufficient to give 
jurisdiction of the merits. Such jurisdiction of alleged infringement 
persists to deal with all grounds supporting it, including unfair competi- 
tion. 

‘Trape-Marxs—Recistrration—Descriptive TerMs UNDER THE Act oF 1920 
That the word “Nu-Enamel” is descriptive of a type of paint, held 
not to bar it from registration under the 1920 Act. 

‘Trape-Marks—ReEGIstRATION UNDER THE 1920 Act—INFRINGEMENT— 

REMEDIES. 

Registration under the 1920 Act held to permit suits in the Federal 
courts to protect rights otherwise acquired in the marks. 

Unrarr Competition—‘*Nu-ENAmet” ano “Nu Beauty Enamev”—Con- 

FLICTING Marks. 

The words “Nu Beauty Enamel” held to be confusingly similar to 
the mark “Nu-Enamel,” both marks being used on enamel paints, 
inasmuch as the term “Nu-Enamel,” although primarily descriptive, had 
acquired a secondary meaning. 

Trape-Marxs—Act or 1920—Ownersuip. 

The 1920 Act affords remedies to registrants, but these remedies are 
for “owners,” and actual and exclusive use, short of a secondary mean- 
ing, does not qualify a registrant under the 1920 Act as an owner. 
Such ownership must be established by proof. 


On writ of certiorari to the Circuit Court of Appeals for the 
Seventh Circuit. Affirmed. (See 26 T.-M. Rep. 733.) 
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Edward §. Rogers (William T. Woodson and James H. Rogers, 
all of Chicago, Ill., with him on the brief), for respondents. 

Moses Levitan and George I. Haight, of Chicago, Ill., (George 
A. Carpenter, of Chicago, Ill., with them on the brief), for 
petitioner. 


Mr. Justice Reep delivered the opinion of the Court. 

The Nu-Enamel Corporation of Illinois filed its bill of complaint 
in a District Court of the United States in Illinois to enjoin the 
Armstrong Paint and Varnish Works, a corporation of the same 
state, from using in the sale of paints, varnishes and similar goods 
the words ““Nu-Beauty Enamel” or any name including the words 
“Nu-Enamel” or other colorable imitation of plaintiff’s registered 
trade-mark “Nu-Enamel”’ or otherwise infringing it; to require an 
accounting of profits, and to recover treble damages. Pending the 
litigation, the plaintiff sold its assets to the other respondent Nu- 
Enamel Corporation of Delaware but continued its own corporate 
existence. ‘The purchaser was permitted to intervene. 

The bill showed the registration by the plaintiff of ““Nu-Enamel’”’ 
under the Act of March 19, 1920, Trade-Mark 308,024, for mixed 
paints, varnishes, paint enamels, prepared shellacs, stains, lacquers, 
liquid cream furniture polishes and colors ground in oil. It set out, 
that the name ““Nu-Enamel” through wide use by plaintiff had come 
to mean “plaintiff and plaintiff's products only” and the “word 
‘Nu-Enamel’ is a mark by which the goods of the plaintiff are dis- 
tinguished from other goods of the same class.” There were further 
allegations that defendant had adopted the name ‘“‘Nu-Beauty 
Enamel” with full knowledge of prior and extensive use by plaintiff 
of ““Nu-Enamel’”’; that as a result of defendant’s use of the mark 
“Nu-Beauty Enamel,” merchants passed off defendant’s products 
for plaintiff's, and that the products of both manufacturers were 
sold in interstate commerce. An exhibit showed that plaintiff used 
its mark with this slogan printed above it “The coat of enduring 
beauty.” 

Defendant admitted “that the name ‘Nu-Enamel’ has come to 
‘mean and is understood to mean, throughout the United States, in- 
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cluding the State of Illinois and the City of Chicago, the plaintiff 
and plaintiff's products only, and the word ‘Nu-Enamel’ is a mark 
by which the goods of the plaintiff are distinguished from other 
goods of the same class’’; denied the validity but not the fact or 
extent of the coverage of the registration; asserted ““Nu-Enamel’”’ 
was a descriptive and generic term and that it had adopted “Nu- 
Beauty” in connection with enamel and kindred products before it 
heard of the trade-mark of trade-name “Nu-Enamel.” Defendant 
answered specifically that it marketed only enamels under the desig- 
nation ““Nu-Beauty Enamel” and that it did not market paints and 
varnishes under this name. The jurisdiction of the court over the 
subject matter was denied. 

The District Court made the following material findings of fact. 


1. Plaintiff and defendant at the time of the filing of the bill of com- 
plaint herein were and are now both citizens of the State of Illinois. The 
intervener, Nu-Enamel Corporation is a corporation of the State of 
Delaware. 

2. “Nu” in “Nu-Enamel,” appearing on plaintiffs label, is a phonetic 
spelling or misspelling of the English word “new” and means “new.” 

3. “Enamel” is a common English word describing a paint which flows 
out to a smooth coat when applied and which usually dries with a glossy 
appearance, and has long been known as such in the paint industry and to 
the public in general. 

4. “Nu-Enamel” used in connection with paint or enamel sold by 

plaintiff means “new enamel” and is a common and generic term descriptive 
of the product to which it is applied and of its new or recent origin. 
5. “Nu” was commonly used in the paint and other industries in com- 
bination with other words as a misspelling or phonetic spelling of “new” 
to designate brands and kinds of enamel, paint and other commodities 
before plaintiff and its predecessors adopted the name “Nu-Enamel.” 


It determined that “Nu-Enamel” was not a valid trade-mark 
under the Trade-Mark Acts or at common law and, having so de- 
termined, refused jurisdiction of unfair competition. 

The Circuit Court of Appeals reversed." That court held the 
trade-mark non-descriptive, valid and infringed. It was of the 
opinion that the mark had acquired a secondary meaning. It 
found that the petitioner's conduct enabled merchants to palm off 
the Armstrong product for “Nu-Enamel” and concluded that the 


District Court had jurisdiction of the issue of unfair competition. 
195 Fed. [2d] 448 [37 U. S. P. Q. 23]. 
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We granted certiorari on account of the importance in trade-mark 
law of the issues of the descriptive character of the mark and the 
effect of its acquired meaning under the Trade-Mark Act of 1920, 
—U.S.—. 

As the petitioner concedes by answer that “Nu-Enamel’’ has 
acquired the meaning of respondent and respondent’s products only 
and is a mark which distinguishes respondent’s goods from others 
of the same class, no evidence or finding is needed to establish that 
fact. It may be noted, also, that the allegation of the use of “Nu- 
Beauty Enamel’ by Armstrong on products other than enamels, 
fails of proof. Armstrong uses this mark on enamels only. On 
other products, there is the mark “‘Nu-Beauty,” followed by some 
descriptive word, such as paint, varnish or brush. 

Federal Trade-Mark Act of 1920.—The registration of “Nu- 
Enamel” does not create any substantive rights in the registrant.” 
Trade-marks registered under the 1920 Act may be attacked col- 
laterally. Kellogg Co. v. National Biscuit Co., 71 F. [2d] 662, 666. 

The act forbids the unauthorized use of the registered mark in 
foreign and interstate commerce and adopts the procedural pro- 
visions of the Trade-Mark Act of 1905. Through the inclusion of 
these procedural sections the lower Federal courts are given original 
and appellate jurisdiction of “all suits at law or in equity respecting 
trade-marks registered in accordance with the provisions of this Act, 
arising under the present Act’’ and this Court was given jurisdiction 
for certiorari “in the same manner as provided for patent cases.’” 


Section nineteen of the 1905 Act vesting power to grant injunction 


2 Kellogg Company v. National Biscuit Co., 28 T.-M. Rep. 569, this 
term, decided November 14, 1938, advance sheet 4, note 3 [39 U. S. 
P. Q. 296]; Charles Broadway Rouss, Inc. v. Winchester Co., 300 F. 706, 
713, 714 (14 T.-M. Rep. 159) ; Sleight Metallic Ink Co. v. Joseph P. Marks, 
52 F. [2d] 664 (20 T.-M. Rep. 104) on rights it is “as though there had been 
no registration,” p. 665; Neva-Wet Corp. v. Never Wet Processing Corp., 
277 N. Y. 163, 13 N. E. [2d] 755, 759 (28 T.-M. Rep. 167); Slaymaker Lock 
Co. v. Reese, 24 F. Supp. 69, 72 [388 U. S. P. Q. 83]. 

3 Trade-Mark Act of March 19, 1920, Section 6, 41 Stat. 535. 

4 Secs. 17 and 18, Fed. Trade-Mark Act of February 20, 1905, 33 Stat. 
728-29; Secs. 5 and 6, Act of March 3, 1891, 26 Stat. 827-28; Sec. 240a of 
the Judicial Code confirms this jurisdiction. Street & Smith v. Atlas Mfg. 
Co., 231 U. S. 348, 352. Cf. Forsyth v. Hammond, 166 U. S. 506, 513. 
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in trade-mark cases is applicablé also to proceedings under the 1920 
Act. By section twenty-three former remedies in law and equity 
are left available. The significant distinction between the two acts 
is the omission in the 1920 Act of the provision of section sixteen of 
the earlier act making the registration of a trade-mark prima facie 
evidence of ownership. 

On its face the act shows it was enacted to enable American and 
foreign users of trade-marks to register them in accordance with 
the provisions of the convention for the protection of trade-marks 
and commercial names, signed at Buenos Aires in 1910. In addi- 
tion section one, paragraph (b), provides, without limitation to 
the export trade, for the registration of marks not registrable under 
section 5 of the Trade-Mark Act of 1905, after one year’s use in 
interstate or foreign commerce. This enables the (b) marks to be 
registered abroad. 

While the Act of 1920 does not vest any new substantive rights, 
it does create remedies in the Federal Courts for protecting the 


registrations and authorizes triple damages for infringements.” 


As a consequence of these remedial provisions, when a suit is begun 


for infringement, bottomed upon registration under the 1920 Act, 
the district courts of the United States have jurisdiction. Unless 
plainly unsubstantial, the allegation of registration under the act is 
sufficient to give jurisdiction of the merits. In this case the trial 
court concluded that the invalidity of the trade-mark divested it of 


541 Stat. 534, Sec. 4. “That any person who shall without the consent 
of the owner thereof reproduce, counterfeit, copy, or colorably imitate any 
trade-mark on the register provided by the Act, and shall affix the same to 
merchandise of substantially the same descriptive properties as those set 
forth in the registration, or to labels, signs, prints, packages, wrappers, or 
receptacles intended to be used upon or in connection with the sale of 
merchandise of substantially the same descriptive properties as those set 
forth in such registration, and shall use, or shall have used, such reproduc- 
tion, counterfeit, copy, or colorable imitation in commerce among the 
several States, or with a foreign nation, or with the Indian tribes, shall 
be liable to an action for damages therefor at the suit of the owner thereof; 
and whenever in any such action a verdict is rendered for the plaintiff the 
court may enter judgment therein for any sum above the amount found 
by the verdict as the actual damages, according to the circumstances of the 
case, not exceeding three times the amount of such verdict, together with 
the costs.” 
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jurisdiction over unfair competition. This was erroneous.° Once 
properly obtained, jurisdiction of the one cause of action, the 
alleged infringement of the trade-mark, persists to deal with all 
grounds supporting it, including unfair competition with the marked 
article.’ The cause of action is the interference with the exclusive 
right to use the mark “Nu-Enamel.” If it is a properly registered 
trade-mark, a ground to support the cause of action is violation of 
the Trade-Mark Act. If it is not a properly registered trade-mark, 
the ground is unfair competition at common law. The facts sup- 
porting a suit for infringement and one for unfair competition are 
substantially the same. They constitute and make plain the wrong 
complained of, the violation of the right to exclusive use. 

In the Oursler case there was a valid copyright which was held 
not infringed. Here the trial court determined the trade-mark was 
invalid. The Oursler case held that where the causes of action are 
different, the determination that the federal cause fails calls for dis- 
missal.° But where there is only one cause of action we do not 
consider that the holding of the invalidity furnishes any basis for a 
distinction between this and the Oursler case. Registration of 
“Nu-Enamel” furnished a substantial ground for federal jurisdic- 
tion. That jurisdiction should be continued to determine, on sub- 
stantially the same facts, the issue of unfair competition.” 


6 Although we determine later that “Nu-Enamel” is registrable under 
the 1920 Act, it seems appropriate to discuss jurisdiction of unfair com- 
petition on a different assumption so that the conclusion of the trial court, 
corrected but not discussed by the appellate court, will not become a 
precedent on issues of jurisdiction in trade-mark law. Cf. Hurn v. 
Oursler, 289 U. S. 238, 240 (23 T.-M. Rep. 267). 

7 Hurn v. Oursler, 289 U. S. 238 (23 T.-M. Rep. 267). 

8 Hurn v. Oursler, 289 U. S, 238, 248 (23 T.-M. Rep. 267). 

®° Two cases cited in the Oursler opinion deal with trade-marks: Leschen 
Rope Co. v. Broderick Co., 201 U. S. 166, and Elgin Watch Co. v. Illinois 
Watch Co., 179 U. S. 665. They are there treated as out of line with the 
cases holding that facts supporting substantial federal and non-federal 
questions give jurisdiction to federal courts. Both state categorically that 
without a lawfully registered trade-mak a federal court loses jurisdiction 
when the jurisdiction depends on the trade-mark act. 

Where diversity of citizenship exists the issue does not arise. Warner 
& Co. v. Lilly & Co., 265 U. S. 526 (14 T.-M. Rep. 247). While the diversity 
is not made plain in the opinion it appears in the record. No. 32, 1923 Term, 
Vol. 138, Transcripts of Record 1689. 
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Registration of Descriptive Mark under 1920 Trade-Mark Act. 
—Even though, under the facts alleged and the admission that re- 
spondent’s mark has acquired a secondary meaning, the Federal 
courts have jurisdiction to determine whether petitioner is charge- 


able with unfair competition, it becomes necessary to determine 
whether registration of “Nu-Enamel” is permissible or imper- 
missible under the Act of 1920 in order that it may be known 
whether section four, the basis of the prayer in the bill for triple 
damages, is applicable." Section one (b) of the 1920 Act permits 
registration of the marks used for one year in interstate commerce 
which were not registrable under the Act of 1905 “except those 
specified in paragraphs (a) and (b) of section 5” of the Act of 1905. 
The point raised is whether the phrase “except those specified in 
paragraphs (a) and (b) of section 5” of the 1905 Act is effective to 
bar not only marks, contra bonos mores, under (a) and marks, infra 
dignitatem, under (b) but also the following provisos, particularly 
the one concerned with descriptive words or devices. 

It seems clear that the mark ““Nu-Enamel’’ is descriptive of a 
type of paint long familiar to manufacturers,” with the addition of 


10 See Note 5, supra. 

When the trial court concluded the trade-mark was not registrable 
under the 1920 Act, it dismissed the bill which also sought damages for 
unfair competition. When the Circuit Court of appeals concluded the 
trade-mark was registrable as non-descriptive, it declared that the issue 
of unfair competition was cognizable in the trial court. It does not appear 
whether the reason for this holding was because the mark was registrable 
or because it had acquired a secondary meaning through extensive use. 
The lower court does not consider whether the bill alleges registration 
under the 1920 Act. If the mark is not descriptive it is registrable under 
the 1905 Act. A mark registrable under the 1905 Act is not registrable 
under the 1920 Act. 16 Trade-Mark Reporter, 93, 530. The language of 
the 1920 Act permits registration only of marks communicated by the in- 
ternational bureau and those not registrable under the 1905 Act. 

11“Knamel or Varnish Paint.—These types of paints dry with a brilliant 
glossy surface. They are made by grinding the selected pigment, or mix- 
ture of pigments, in a varnish medium, and their nature and properties 
depend on the type of varnish used. A quick-drying variety is made 
by using a cheap rosin varnish as the vehicle. It dries with a high gloss 
surface in about 2-4 hours, but owing to the brittle and non-durable nature 
of the varnish used it is only suitable for interior use. High-class durable 
enamels, suitable for both inside and outside use, are made by using mix- 
tures of heat-treated linseed oil (stand oil) and elastic eopal varnishes as 
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the adjective new, phonetically spelled or mispelled. Obviously 
this slight variation from the orthographic normal is not unusual. 
Numerous illustrations of such use by paint and varnish manufac- 
turers are given by petitioner in its answer. The trade-mark is 
registered by the Nu-Enamel Corporation for a variety of products 
from enamels through paint brushes to glue, solder and tack rags. 


It is quite true that the mark is not. descriptive as applied to many 


of respondent’s products but the use by petitioner, the Armstrong 
Company, of which the Nu-Enamel Corporation complains, is the 
use of “Nu-Enamel” or “Nu-Beauty Enamel.” This use, Arm- 
strong answers and the evidence supports the assertion, is confined 
to the enamels. We must, therefore, consider the case as though 
the only products of Nu-Enamel Corporation were enamels. As 
applied to them it is descriptive. 

That the mark is descriptive of paint enamels does not bar it 
from registration as to them under the 1920 Act. This has been 
the construction of the Patent Office.” To construe (b) of the 


the vehicle. They are slow-drying, taking from 12-18 hours, and are very 
tough under the severest climatic conditions. 

“Flat Paint—This type of paint is really a fiat-drying enamel. It is 
made in much the same way as the high-class glossy enamels, except that 
it contains less varnish and more turpentine than ordinary enamel. Some 
varieties contain a proportion of wax dissolved in the varnish so as to give 
a more perfect mat or flat finish, Owing to their pleasing decorative 
effect they are used for interior decorations, but are not suitable for outside 
use.” 17 Encyclopedia Britannica (14th Ed.) 35. 

12 Wright Co. v. Sar-A-Lee Co., 328 Official Gazette 787, 788; Postum 
Cereal Co. v. Cal. Fig Nut Co., 313 O. G. 454 (14 T.-M. Rep. 231); Opinion 
of Solicitor, Interior Department, July 13, 1920, 277 O. G. 181, 182: 

“In my opinion the recent act of March 19, 1920, as applied to register 
(b) therein provided should be construed as if it more specifically read as 
follows: 

“*All other marks not registrable under the act of February 20, 1905, 
as amended, except those specified as not registrable in paragraphs or 
schedules (a) and (b) of section 5 of that act, etc.’ 

“This is the plain meaning of the law, as it was undoubtedly the inten- 
tion to continue to deny registration to those marks prohibited registration 
by paragraphs or schedules (a) and (b) of section 5 of the act of February 
20, 1905. In other words, my view is that register (b) provided by the recent 
act is not intended for any trade-mark registrable under any part of the 
act of February 20, 1905, nor for registration of any mark not registrable 
as specified in paragraphs or schedules (a) and (b) of section 5 of that 
act. The doubt will be relieved and a rational construction of the law 
will be subserved by considering the reference in the recent act to ‘para- 
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1920 Act to bar names, descriptive marks and merely geographical 
terms would make the subsection useless. The obvious purpose of 
its inclusion was to widen the eligibility of marks. A dictum has 
expressed’ a view contrary to that of the Patent Office. 


This administrative interpretation, contemporary with the legis- 


lation, and the legislative history have weight “when choice is nicely 


balanced.”"* We construe section 1 (b) of the 1920 Act to be ap- 


graphs (a) and (b)’ of section 5 of the amended act of February. 20, 1905, 
as meaning schedules a and b rather than paragraphs strictly and as com- 
prising the following matters specified as not registrable, viz.: 
“*(a) Consists of or comprises immoral or scandalous matter. 

(b) Consists of or comprises the flag or coat-of-arms or other insignia 
of the United States or any simulation thereof, or of any State or munici- 
pality or of any foreign nation, or of any design or picture that has been 
or may hereafter be adopted by any fraternal society as its emblem, or of 
any name, distinguishing mark, character, emblem, colors, flag, or banner 
adopted by any institution, organization, club, or society which was incor- 
porated in any State in the United States prior to the date of the adoption 
and use by the applicant; Provided, That said name, distinguishing mark, 
character, emblem, colors, flag, or banner was adopted and publicly used 


by said institution, organization, club, or society prior to the date of adop- 
tion and use by the applicant.’ 

“This was the evident intention, as shown by the congressional hearings 
on the recent act, and with such construction a field will exist for the 
operation of the new law; otherwise none would remain.” 

Rule 19 of the Rules of the Patent Office Governing Registration of 
Trade-Mark, issued July 1, 1937, reads as follows: 

“A trade-mark must have been actually used in commerce before an 
application for its registration can be filed in the Patent Office. 

“No trade-mark will be registered * * * under the act of February 20, 
1905, which consists merely in the name of an individual, firm, corporation, 
or association, not written, printed, impressed, or woven in some particular 
or distinctive manner or in association with a portrait of the individual, or 
merely in words or devices which are descriptive of the goods with which 
they are used, or of the character or quality of such goods, or merely a 
geographical name or term * * *. No trade-mark will be registered under 
section 1(b), act of March 19, 1920, which is registrable under the act of 
February 20, 1905, as amended, or which has not been in bona fide use as a 
trade-mark for one year in international or interstate commerce or com- 
merce with Indian tribes.” 

13 In re Chas. R. Long, Jr., Co. (C. C. A., D. C.), 280 F. 975, 977. 

14 Fox v. Standard Oil Co., 294 U. S. 87, 96. 

On January 21 and 22, 1920, the Committee on Patents of the House of 
Representatives was considering H. R. 7157 of the 66th Congress, 2nd 
Session, a bill to amend section 5 of the Trade-Mark Act of 1905. The 
Commissioner of Patents discussed with the Committee an amendment 
applicable to H. R. 9023 of 66th Congress entitled “A bill to give effect to 
certain provisions of the convention for the protection of trade-marks.” 
The applicable language is as follows: 


“we 
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plicable to the categories expressed in Section 5 of the Act of 1905 
under (a) and (b) including the first proviso but not to include the 
other provisos of (b). This conclusion is fortified by the addition 
of the proviso to section one (b) of the 1920 Act, relating to identi- 
cal trade-marks. The proviso in section 5 (b) of the 1905 Act re- 


“Mr. Newton. Yes. The amendment we propose is this: 

“*All other marks not registrable under the act of February 20, 1905 (as 
amended, but which for not less than two years have been bona fide used in 
interstate or foreign commerce with Indian tribes, by the proprietor 
thereof, upon or in connection with any goods of such proprietor and upon 
which the fee of $10 has been paid and such formalities as are prescribed 
by the Commissioner of Patents have been complied with, may be 
registered.’ 

“Anything may be registered. That is an amendment to the bill that 
was passed yesterday. That bill does not give prima facie validity to 
the mark that is registered, the bill that passed yesterday, and this amend- 
ment does not give it. That is the reason we put this proposed amendment 
into the bill. But Mr. Merritt’s bill wants to give them prima facie evi- 
dence of ownership, so we put that under the 1905 statute where it naturally 
belongs.” Hearings on H. R. 7157 before the Committee on Patents, 66th 
Congress, 2d Session, p. 30. 

Later in the hearing on the bill which became the act of March 19, 1920, 
this discussion was continued by Mr. Whitehead, Assistant Commissioner 
of Patents, who discussed the Commissioner’s language quoted above and 
said: 

“One or two slight amendments ought, it seems to me, to be made to the 
bill. The bill as it stands is broad enough to put any mark on the register. 
Section 5 of the act of February 20, 1905, outlaws—if I may use that ex- 
pression—two classes of marks—one, scandalous and immoral marks, and 
the other, marks consisting of the flag or coat of arms of the United States, 
etc., and it seems as if this Senate amendment ought to be amended to 
exclude those marks specified in paragraphs (a) and (b) of that section. 
Otherwise there can be put on the register scandalous marks and the flag 
of the United States. I think it must have been overlooked. I do not 
think Mr. Merritt or Mr. Newton thought that they were including those 
two types of marks. It seems as if that could be accomplished by inserting 
in the amendment, after the words ‘all other marks not registrable under 
the act of February 20, 1905, the words, ‘except those specified in para- 
graphs (a) and (b) of section 5 of that act,’ or words to that effect.” 


* * * 


After discussion of other matters: 

“The Chairman. If you will in your brief just make those suggestions, 
we will be glad to take them up with the conferees. 

“Mr. Whitehead. I will be glad to do that. I think the only really im- 
portant one is to exclude those of paragraphs (a) and (b) of section 5. 
These others are minor matters.” Hearings on H. R. 9023 before the Com- 
mittee on Patents, 66th Congress, 2nd Session, Part 2, pp. 33-35. 

The precise language adopted came from the conference report. Con- 
gressional Record, 66th Congress, 2nd Session, p. 4160. 
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fusing registration to identical] marks in much the same language 
was construed in Thaddeus Davids Co. v. Davids, 233 U. S. 461 
|4 T.-M. Rep. 175], as not permitting the registration of such 
marks when used for ten years under the fourth, now fifth, proviso 
of that section. We think that Congress in adopting the corre- 
sponding proviso in subsection (b) of the 1920 Act, must be taken 
to have adopted the accepted construction of the similar proviso of 
the 1905 Act. If the language of the 1920 Act had been intended 
to exclude from registration all the classes excluded by the provisos 
of section five of the 1905 Act, it would have been unnecessary to 
include this proviso.”° 

This Court has had several occasions within the last few years 
to construe statutes in which conflicts between reasonable intention 
and literal meaning occurred. We have refused to nullify statutes, 
however hard or unexpected the particular effect, where unambigu- 
ous language called for a logical and sensible result..° Any other 
course would be properly condemned as judicial legislation. How- 


ever, to construe statutes so as to avoid results glaringly absurd, has 


long been a judicial function.’ Where, as here, the language is 
susceptible of a construction which preserves the usefulness of the 
section, the judicial duty rests upon this Court to give expression to 
the intendment of the law. 

Remedies.** Registration under the 1920 Act conferred no sub- 
stantive rights in the registered mark but it does permit suits in the 
Federal courts to protect rights otherwise acquired in the marks. 


The 1905 Act, section one, authorizes the “owner’’ to obtain regis- 
tration of eligible trade-marks; section two requires the applicant to 
make oath that he “believes himself ... . to be the owner of the 


15 The variations between the two provisos have been treated in practice 
as immaterial. 277 O. G. 181, 182. Cf. Thaddeus Davids Co. v. Davids, 
233 U. S. 461, 467. 

16 Caminetti v. United States, 242 U. S. 470, 485; Crooks v. Harrelson, 
982 U. S. 55, 58-59; Taft v. Commissioner, 304 U. S. 351, 359. 

17 Sorrells v. United States, 287 U. S. 435, 446, et seq. and cases cited; 
United States v. Ryan, 284 U. S. 167. 

18 Since neither party has relied upon state law, we do not consider any 
effect it might have on our conclusions. Cf. Kellogg v. National Biscuit 
Co., Nos. 2 and 56, this term, decided November 14, 1938. 
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trade-mark”; section five refers to the “owner of the mark’’; section 
sixteen then declares “ that the registration of a trade-mark under 
the provisions of this Act shall be prima facie evidence of owner- 
ship”; section 23 reserves all remedies at law or in equity which any 
party aggrieved by the wrongful use of his trade-mark would have 
had without the Act of 1905. 


The 1920 Act omits the quoted portion of section sixteen as to 
the effect of registration as prima facie evidence of ownership. 
Under section one the register includes all marks communicated to 
the Commissioner of Patents by the international bureaus provided 
for by the Buenos Aires convention of 1910 and all other marks not 
registrable under the Trade-Mark Act of 1905, with the exceptions 
discussed in the preceding section of this opinion, in bona fide use 
by the proprietor thereof for one year in commerce other than intra- 
state. Section four,’” which protects the trade-mark, is sub- 
stantially the same as section sixteen of the 1905 Act, except for 
the omission of the prima facie presumption of ownership. It is 
the owner who has the rights of action under this act, unaided by 
any presumption from registration. The owner, on the other hand, 
is not limited in any way by the Act, as section 23 of the Act of 
1905 is made specifically applicable. This section preserves the 
legal and equitable remedies to an aggrieved owner. The Committee 
on Patents in the Senate was quite positive that the effect of the act 
on domestic rights was nil. The registrant acquires by the ac- 


ceptance of his mark under the 1920 Act the right to proceed in the 


Federal courts against infringers and to recover triple damages if he 


can establish his ownership of the trade-mark at common law. 


19 See note 5, supra. 

20“This legislation has no effect on the domestic rights of anyone. It is 
simply for the purpose of enabling manufacturers to register their trade- 
marks in this country for purpose of complying with legislation in foreign 
countries, which necessitates registration in the United States as a neces- 
sary preliminary for such foreign registration. As the law now stands, it 
enables trade-mark pirates in foreign countries to register as trade-marks, 
the names and marks of the American manufacturers, and thus levy black- 
mail upon them.” Senate Report No. 432, 66th Congress, 2nd Session, p. 2. 
Cf. Charles Broadway Rouss, Inc. v. Winchester Co., 300 F. 706, 714 [14 
T.-M. Rep. 159]. 
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““Nu-Enamel” is descriptive’ of the enamels in issue. The use 
on the numerous other articles of respondent’s manufacture, in its 
advertising, on store window valances, on electric and other dis- 
plays, and as the name of many stores and the sign of several thou- 
sand dealers, justify petitioner's concession that the name means 
respondent and respondent’s products only and the word distin- 
guishes its goods from others of the same class. But a mark which 
is descriptive is not a good trade-mark at common law.” 

It was said in Thaddeus Davids Co. v. Davids” that names 
registered under the last proviso of section 5 of the 1905 Act be- 
came technical trade-marks upon valid registration under that act. 
Assuming that descriptive terms in this respect would be analagous 
to proper names, there are clear distinctions between the acts. The 
1920 Act does not define “trade-mark” to include any mark regis- 
tered under its terms, as does section 29 of the 1905 Act. Remedies 
are afforded registrants under the 1920 Act but these remedies are 
for “owners,” and actual and exclusive use, short of a secondary 
meaning,” does not qualify a registrant under the 1920 Act as an 
owner. That ownership must be established by proof.** Unless 
this ownership is established, no rights of action under the 1920 Act 
for infringement exist. Here we have a secondary meaning to the 
descriptive term, “Nu-Enamel.’’ This establishes, entirely apart 
from any trade-mark act, the common law right of the Nu-Enamel 
Corporation to be free from the competitive use of these words as a 
trade-mark or tra‘e-name.” As was pointed out in the Davids 
case, in considering che ten-year clause of the 1905 Act, this right 
of freedom does not confer a monopoly on the use of the words. It 
is a mere protection against their unfair use as a trade-mark or 


21 Warner & Co. v. Lilly & Co., 265 U. S. 526, 528 [14 T.-M. Rep. 247]; 
Standard Paint Co. v. Trinidad Asphalt Co., 220 U. S. 446, 453 [1 T.-M. 
Rep. 10]; Elgin Nat. Watch Co. v. Illinois Watch Co., 179 U. S. 665, 673. 

22 233 U. S. 461, 468, 469, 470. 

23 Cf. Standard Paint Co. v. Trinidad Asphalt Co., 220 U. S. 446, 461. 
The language in that case, denying to a descriptive term the effect of a 
trade-mark, is inapplicable for the reason that the descriptive term had not 
acquired a secondary meaning. 

24Cf. Charles Broadway Rouss, Inc. v. Winchester Co., 300 F. 706, 713. 

25 Thaddeus Davids Co. v. Davids, 233 U. S. 461, 470, 471 (4 T.-M. Rep. 
175). 
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trade-name by a competitor seeking to palm off his products as those 
of the original user of the trade-name. This right to protection 
from such use belongs to the user of a mark which has acquired a 
secondary meaning. He is, in this sense, the owner of the mark. 
We agree with the conclusion of the Circuit Court of Appeals that 
infringement is shown. 


The rights of Nu-Enamel Corporation to be free of the competi- 
tive use of ““Nu-Enamel” may be vindicated, also, through the chal- 
lenge of unfair competition, as set out in the bill. The remedy for 
unfair competition is that given by the common law. The right 
arises not from the trade-mark acts but from the fact that “Nu- 
Enamel” has come to indicate that the goods in connection with 


which it is used are the goods manufactured by the respondent. 
When a name is endowed with this quality, it becomes a mark en- 
titled to protection. The essence of the wrong from the violation 
of this right is the sale of the goods of one manufacturer for those 
of another.” 

The questions as to damages, profits, and the form of the decree 
will be passed upon more appropriately by the trial court. The 
decree of the Circuit Court of Appeals reversing the decree of the 
District Court is affirmed and this case is remanded to the District 
Court with directions to proceed in conformity with the opinion of 
this Court. 

It is so ordered.. 


Exuein Nationa WatcH Company v. Extain Razor Corporation 
ET AL. 


United States District Court, Northern District of Illinois, 


Eastern Division 
November 29, 1938 


Trape-Marks AND Unram Competirion—“E.Gin’”—TIME-KEEPING INsTRU- 
MENTS AND Exvecrrtc Razors—Goops or Same Descriptive Proper- 

T1EsS—I NJUNCTION—FormM or DEcREE. 
Where plaintiff had for many years used the name “Elgin” as a 
trade-mark for a varied line of products, including clocks, watches, alti- 


26 Elgin Nat. Watch Co. v. Illinois Watch Co., 179 U. S. 665, 674. 
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meters, compasses, air speed indicators and similar goods, and had spent 
over $20,000,000 in advertising its said products, the adoption and use 
by defendant of the same word as a trade-mark for electric razors, 
held unfair competition, and a preliminary injunction was issued requir- 
ing defendant to print or write on all labels and printed matter a state- 
ment to the effect that the name “Elgin” or “Elgin Laboratories” is in 
no way related to “Elgin National Watch Company.” 
Unrarm Competirion—Use or Part or Corporate Name 1N CoMPETING 
Bustness—RELEVANCY oF DEFENDANT’s Former ACTS. 
In a suit to enjoin the use by defendant of the word “Elgin,” being 
part of plaintiff's corporate name, it is relevant to show other similar 
acts by defendant to prove intent. 


In equity. Action for unfair competition. Injunction granted. 


Edward S. Rogers, William T. Woodson and James H. Rogers, 
all of Chicago, IIl., for plaintiff. 
James R. McKnight, of Chicago, Ill., for defendant. 


Wikerson, D. J.: Plaintiff has applied for a temporary in- 
junction. Defendants have answered the bill and both sides have 
filed affidavits. 

Plaintiff has a trade-mark “Elgin” which was registered in the 
United States Patent Office on November 7, 1905, No. 47,470 
(renewed). Plaintiff has used this trade-mark in interstate com- 
merce on a diversified line of mechanical products, chiefly time- 
keeping instruments. But defendant also has a trade-mark ““Elgin”’ 
for electric razors sold in interstate commerce, which trade-mark 
was registered in the United States Patent Office on July 19, 1938, 
Registration No. 35,870. The name “Elgin” has been used for 
many years by the plaintiff in its business, but the name “Elgin’’ is 
also used as a trade-mark by many persons and companies in many 
different businesses. It is a geographic name which may be made 
a trade-mark only under the ten-year proviso of the Trade-Mark 
Act of 1905 (Tit. 15 U. S. C., sec. 85). 

Under such circumstances, before a preliminary injunction will 
issue, the proof should be clear. Plaintiff in its brief (page 26) 
says that at the final hearing competent testimony will be intro- 
duced to establish that the name “Elgin” has acquired a secondary 
meaning. 
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The main injury is as to whether defendants’ manufacture and 
sale of electrical razors are in any way related to plaintiff's busi- 
ness. Plaintiff's business is not entirely confined to watches. Its 
business was established in 1864. It is one of the largest concerns 
in the United States engaged in the manufacture and sale of time- 
keeping instruments, under the trade-mark “Elgin.” Plaintiff was 
incorporated not only for the business relating to watches and 
clocks, but also jewelry and mechanical instruments and devices and 
parts. For many years plaintiff has been engaged in the manu- 
facture and sale of automotive, aircraft, railroad and motor boat 
instruments, such as tachometers, altimeters, compasses, air-speed 
indicators, ships’ chronometers, time fuse gear train mechanisms, 
chart boards, revolution indicator transmitters, shaft rotation direc- 
tion indicators and various other mechanical devices. These prod- 
ucts are likewise sold under the trade-mark “Elgin.” 

Plaintiff's annual sales of products bearing the trade-mark 
“Elgin” are in excess of $10,000,000, and plaintiff has spent in 
excess of $20,000,000 in advertising its products. 

A number of instances are given of manufacturers who have 
expanded their operations into the manufacture of electric clocks. 
The business of manufacturing electric clocks seems to be reason- 
ably related to the business of manufacturing electric razors. 
Whether a business such as plaintiff's may be related to a business 
such as defendants’ must depend largely upon the facts and circum- 
stances of each case. In the present case the evidence tends to 
show that at least more than a mere possibility of confusion in the 
minds of the public and in the minds of dealers. Plaintiff has es- 
tablished a good-will and reputation for many years for the excel- 
lence and precision of its watches and other delicately adjusted and 


balanced instruments. Defendants advertise that their razor has a 


“precision” motor, and in one instance at least, as shown by the 
advertisement in the Boston Herald of August 25, 1938, they adver- 
tise that the “Elgin” electric razor is “Precision built, like a watch.” 
Defendants also advertised in the National Jeweler in May, 1938, 


in the name of Elgin Laboratories (Pl. Ex. 8, second affidavit of 
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Lampa). An advertisement in a jewelry magazine of a razor made 
by Elgin Laboratories is not unlikely to lead readers to believe 
that the Elgin National Watch Company is now putting out electric 
razors and advertising them to the jewelry trade. Plaintiff's affi- 
davits show a number of instances of department store salesmen 
actually stating in substance (whether mistakenly or not is imma- 
terial) that defendants’ “Elgin” electric razor was in some way 
related to or had its origin with the Elgin National Watch Com- 
pany. While plaintiff's affidavits may not be as satisfactory as 
they might be, because of failure to identify more specifically the 
salesmen, and while defendants have offered affidavits in denial, 
still, in view of the advertisements and other evidence in the 
record, they cannot be altogether ignored. 

Plaintiff contends that defendants’ purpose in adopting the 
name “Elgin” was to trade upon the good-will and reputation of 
plaintiff. Defendant Schiff denies this, and states that he came 
to use the name “Elgin” several years ago in connection with a 
cigarette lighter. This protestation, however, may be viewed in the 
light of other facts. Defendant Schiff, in carrying on his various 
activities, has on occasions used well-known names or simulations 
thereof. A list of names used by him is given in the affidavit of 
Mote and is set forth in plaintiff's brief (page 38) as follows: 
Lucky Strike Mfg. Co.; Shavemaster, Inc.; Elgin Razor Corp.; 
Elgin Laboratories; Shafer and Co.; Vitanola Talking Machine 
Co.; Old Reliable Mfg. Co.; Fay Mfg. Co.; Electric Clock Corp. 
of America; International Products Co.; Motor Engineering Co.; 
Atlas Metal Works, Inc.; Match King, Inc.; Fire Chief, Inc.; 


General Chromium and Copper Co.; Kean Products Co. 


Defendant, Elgin Razor Corporation, was originally incorpo- 


rated under the name Shavemaster, Inc., an Illinois corporation, in 
September, 1938. It put out electric razors under the trade-mark 
“Shavemaster.” It was sued in this district, case 15563, by Chi- 
cago Flexible Shaft Company, the manufacturer and distributor of 
a household electric appliance sold under the trade-mark “Mix- 


master.” A consent decree was entered on April 13, 1937, and on 
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April 16, 1937, the name of Shavemaster, Inc., was changed to 
Elgin Razor Corporation. 

Mr. Schiff was also a defendant in the case of Hammond Clock 
Co. v. Henry T. Schiff et al., equity No. 9710 in this court, in 
which a decree finding infringement of four patents relating to the 
manufacture of electric clocks was entered. That decree was 
affirmed in the Court of Appeals. 

These instances of similar acts are relevant to some extent in 
determining the intent with which the name “Elgin” was adopted 
by defendant Schiff. In Penn. M. L., Inc., Co. v. M. L. B. & T. 
Co., 72 F. 413, 422, Justice Taft observes: 

It is a well-established rule of evidence that, where the issue is the 
fraud or innocence of one in doing an act having the effect to mislead 
another, it is relevant to show other similar acts of the same person having 
the same effect to mislead, at or about the same time, or connected with 
the same general subject-matter. The legal relevancy of such evidence is 
based on logical principles. It certainly diminishes the possibility that an 
innocent mistake was made in an untrue and misleading statement, to show 
similar but different misleading statements of the same person about the 
same matter, because it is less probable that one would make innocent mis- 


takes of a false and misleading character in repeated instances than in one 
instance. 


The advertisement of a $15 “Elgin” electric razor at prices 
ranging from $2.95 to $5 may to some extent reflect on plaintiff's 
good-will and reputation. If the “Elgin” electric razors are in 
fact, as well as in price, cheap and of inferior quality and therefore 
not “precision built,” whether or not like a watch or an “Elgin” 
watch, plaintiff's good-will and reputation may also be adversely 
affected. 


In view of all the circumstances I find that plaintiff is entitled to 
some protection pending the outcome of the suit. In my opinion 
the defendant should be required to print or write on all labels and 
printed matter, in a prominent and effective manner, a statement in 
substance informing dealers and purchasers that the name “Elgin” 
or “Elgin Laboratories” is in no way related to Elgin National 
Watch Company. 

Injunction will be issued on plaintiff's filing bond in the sum of 
$2,500. 
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Wincet Kickernick Co. Er av. v. S. S. Kresge Company; 


Same v. J. C. Penney Company, Inc. 
United States District Court, District of Minnesota 
November 21, 1938 


TrapE-Marks AND UNFAIR COMPETITION—J URISDICTION—RELIEF—ACCOUNT- 
ING. 


The common law of unfair competition is broad enough to include 
principles relating to trade-mark infringement. In such cases relief 
will be granted if defendant’s acts are such as to establish probability 
of confusion in trade, and the principles of accounting will be followed 
applicable to accountings in infringement cases. 

In equity. Action for trade-mark infringement and unfair com- 


petition. On motion to modify decree. Denied. 


F. A. Whiteley, of Minneapolis, Minn., for plaintiffs. 

Sexton, Mordaunt, Kennedy & Carroll and Doherty, Rumble, 
Butler, Sullivan and Mitchell, all of Minneapolis, Minn., 
for defendants. 

Bett, D. J.: The above entitled actions were brought by the 
plaintiffs against the defendants to enjoin infringement of two 
patents, a registered trade-mark and unfair competition and for an 
accounting. They were tried and Findings of Fact and Conclusion 
of Law made in favor of the plaintiffs. 

As a fact the Court found: 


22. Defendant (named) has employed in connection with the sale of 
said garments, as a trade-mark or designating term, the word “Kickaway,” 
both on the garments and as counter cards advertising said garments, and 
in connection with its use of said term “Kickaway” has passed off its said 
garments as and for “Kickernick” garments, and has committed acts of 
unfair competition with the plaintiffs. 


As a conclusion of law the Court entered the following: 


16. Defendant (named) in its use of the term “Kickaway” for and in 
connection with the sale of infringing garments bearing said term has been 
guilty of acts of unfair competition with the plaintiffs. 


A decree was entered enjoining the defendants “from using the 
term ‘Kickaway’ or any colorable imitation thereof upon or in con- 
nection with the sale of bloomer garments so as to pass off said 
garments or compete unfairly with or infringe or violate rights of 
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the plaintiffs in their trade-mark ‘Kickernick’ and the good-will 
of the business attaching thereto.” 

On appeal the Findings of Fact, Conclusions of Law and the 
Decree as to unfair competition, above quoted, were sustained by 
the United States Circuit Court of Appeals. 96 F. [2d] 978 [28 
T.-M. Rep. 342]. The court in its opinion said: 


From what has been stated above in discussing the evidence as to trade- 
mark infringement, it is evident that, irrespective of infringement, the 
record here sustains the finding and the decree as to existence of unfair 
competition. 


The infringement of plaintiffs’ trade-mark “Kickernick” by the 
defendant in the use of their trade-mark “Kickaway” had been ad- 
judicated in the District Court of the United States for the 
Northern District of Illinois. Winget Kickernick Company v. 
La Mode Garment Company, 42 F. [2d] 513 [26 T.-M. Rep. 569]. 
Judge Lindley held that plaintiffs’ trade-mark was not infringed 
by defendant. However, the Court of Appeals, in the cases under 
consideration, said: 


Judge Lindley had before him simply the words of the two trade-marks 
and therefrom determined the probability of deception of customers. He 
had no evidence of actual experience in the trade. Nor was such evidence 
then available so far as this record reveals. The evidence here was as to 
occurrences several years after that case was determined. While trade- 
mark infringement issues may be presented and determined on the basis 
of a bare comparison of the marks, yet it is evident that an entirely different 
situation is presented where the court has not only the marks before it but 
evidence of actual experience in the trade in the use thereof. Whatever 
the conclusion of the judge might be upon merely a comparison of the 
marks, clearly he must be governed by what he believes the evidence shows 
as to actual experience in the trade. It is the view of and effect upon the 
purchasing public which is determinative. From the additional evidence 
here, we might well surmise that had such evidence been before Judge 
Lindley he might have hesitated in declaring no infringement. Yet the 
additional evidence is not a ground to avoid the effect of the adjudication 
by Judge Lindley. ... 


The Court of Appeals further said: 


While there is no evidence here of deception of any customer (the pur- 
chases here being by agents of the Winget), yet it is certain that if clerks 
who sell a product are confused to the point of selling one article for 
another (as here) such is evidence of the probability of confusion by cus- 
tomers. 


The defendants petitioned the Court of Appeals to modify its 
opinion by eliminating therefrom the direction for an accounting. 
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The grounds for modification stated by the defendants were: First, 
that the court had found that there was no intent on the part of the 
defendants to defraud and therefore that no accounting should be 
awarded; and second, that no policy to palm off was shown and 
therefore no accounting should be awarded where the expense of 
the accounting would be wholly disproportionate to the amount of 
the recovery. The defendants’ motion to modify the decree was 
denied by the Court of Appeals. 

The Court of Appeals in its mandate dated May 16, 1938, 
ordered decrees of non-infringement of the patents and of the 
trade-mark, and of unfair competition as to the defendants S. S. 
Kresge Company and J. C. Penney Company, Incorporated, and 
ordering injunction and accounting against such defendant on ac- 
count of such unfair competition. 

The plaintiffs and each of the defendants presented motions to 
this court on July 25, 1938, for an order settling the decrees herein. 
The defendants proposed a decree limiting the accounting to “all 
garments bearing the term ‘Kickaway’ sold by the defendant in un- 
fair competition as shown by evidence at the trial.’’ Counsel for 
defendants, in their brief, receded from this position and said, “De- 
fendants’ proposed decree is probably too limited on this point since 


it restricts recovery to the instances shown in the record. Plaintiff 


probably is entitled to produce additional evidence on the question 


of confusion and to show confusion of any customer, if he can, in 
the proceedings before the referee. Defendants will have no objec- 
tion to this.” 

The plaintiffs proposed a decree in each case, paragraphs 4 and 
6 of which follow: 


4. That defendant (named) has been guilty of unfair competition with 
plaintiffs in and in connection with the sale of bloomer garments marked 
with the name “Kickaway” and offered and sold to the public so as to 
pass off said garments as and for the garments of plaintiffs and to com- 
pete unfairly with plaintiffs and to seize and use to the advantage of de- 
fendants a part of the good-will of plaintiffs business. 


* * * 


6. That the plaintiffs (named) do recover of the defendant (named) the 
profits, gains and advantages which said defendant has derived, received, 
earned, or made, or which defendant shall derive, receive, earn or make, by 
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reason of the aforesaid passing off and unfair competition; and that the 
plaintiffs do recover any and all damages they have sustained or shall sus- 
tain by reason of said violation of the plaintiffs’ rights. 

This court, after considering the record and the opinion of the 
Court of Appeals, denied the motion of defendants and sustained 
the motion of the plaintiffs, and on August 12, 1938, entered decrees 
accordingly. 

Once more this ghost, arrayed in ladies’ undergarments, appears 
to haunt the court. It is in the form of a motion by the defendants 
for an order modifying these decrees. 

The defendants request an amendment “so that the right of de- 
fendants to use the name ‘Kickaway’ where such use is not with 
the purpose and intent of passing off in unfair competition garments 
sold by the defendants as and for those of the plaintiff shall be 
made clear and unambiguous ... .” 


The only injunction imposed 
by the decree from the use of the word “Kickaway’”’ is “in connection 
with the sale of bloomer garments in unfair competition with plain- 
tiffs.’ In other words, the defendants are not restrained from the 
use of the name “Kickaway” except in unfair competition. 


An amendment is sought to limit the accounting to profits de- 
rived from “sales shown to have been made in unfair competition 
by defendant’s passing off garments sold by it as and for garments 
made and sold by plaintiff.” That is exactly what the decree does 
in paragraph 6. 

The bone of contention between the parties to this controversy 
was revealed more by the oral argument of counsel than by the 
written motions. It is the scope of the accounting that concerns 
the parties. The court here might plausibly say that the opinion of 
the Court of Appeals and the decrees entered pursuant to its man- 
date are entirely clear and unambiguous; but to save the court, and 
perhaps the referee, from a likely reappearance of the ghost, an 
opinion may as well be forthcoming at this time. 

The theory of the parties as to the extent of the accounting that 
should be required or made is contained in their respective proposals 
for decrees. To adopt the theory of the defendants would be 
equivalent to denying an accounting. Obviously, the plaintiffs can- 
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not show fraud or deception on the part of the defendants in the 
sales of thousands of garments throughout the country. The Court 
of Appeals was fully conversant with this situation, of course; and, 
when it ordered an accounting, it was not requiring the plaintiffs to 
attempt the impossible. If such had been the view of the Court 
of Appeals, it would have denied an accounting. If it intended 
to limit the accounting to instances of fraud as shown by the record, 
or that might be shown before the referee, undoubtedly an explicit 
‘statement to that effect would have been made. Furthermore, the 
defendants vigorously presented their theory to the Court of 
Appeals in their motion to modify its decree and the motion was 
denied. The Court of Appeals did not find there was fraud; it 
found that, while there was no evidence of deception, there was evi- 
dence of the probability of confusion of customers, or in effect that 
there had been unfair competition. The accounting was directed 
irrespective of intent to deceive or to defraud on the part of the 
defendants in the sales of garments. 


The principles of law governing accountings in cases of patent 


and trade-mark infringement are well defined, and it appears that 


very little, if any, distinction is made in accountings in trade-mark 
infringement and unfair competition cases. Hamilton Shoe Co. v. 
Wolf Brothers, 240 U. S. 251 [6 T.-M. Rep. 169]; Wolf Brothers 
& Co. v. Hamilton-Brown Shoe Co., 206 F. 611 [3 T.-M. Rep. 
414]; Anchor Stove and Range Co. v. Rymer, 97 F. [2d] 689; 
R. B. Davis Co. v. Davis, 11 F. Sup. 269, 75 F. [2d] 499 [25 T.-M. 
Rep. 283]; Graham v. Plate, 40 Cal. 593, 6 Am. Rep. 639. 

In the Hamilton-Brown Shoe Company case the Court of 
Appeals for the Eighth Circuit said: 

In strict trade-mark cases the infringer is held to account for profits 
accruing because of the unauthorized use of the property right; and unfair 
competition in trade may. under proper conditions, entitle the injured 
party to the same measure of relief. Regis et al. v. Jaynes et al., 191 Mass. 
245, 77 N. E. 774; Gulden v. Chance et al. (C. C. A.), 182 F. 303-320, 105 
C. C. A. 16; Merriam Co. v. Saalfield (C. C. A.), 198 F. 369, 117, C. C. A. 245; 
Reed Cushion Shoe Co. v. Frew et al. (C. C.), 158 F. 552-556; Fairbank Co. 
v. Windsor et al. (C. C.), 118 F. 96; Atlanta Milling Co. v. Rowland et al. 


(C. C.), 27 F. 24; Lever v. Goodwin, L. R. 36 Ch. Div. 1. Following the 
analogy of the patent cases. Westinghouse Co. v. Wagner Mfg. Co., 225 
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U. S. 604, 32 Sup. Ct. 691, 56 L. ed. 1222, 41 L. R. A. (N. S.) 653; Tilgh- 
man v. Proctor, 125 U. S. 136, 8 Sup. Ct. 984, 31 L. ed 664; Root v. Railway 
Co., 105 U. S. 189, 26 L. ed. 975. 


* * * 


If a manufacturer or wholesale dealer willfully puts up goods in such 
a way that the ultimate purchaser will be deceived into buying the goods 
of another, it is no defense that he does not deceive and has no intention 
of deceiving the retailer, to whom he himself sells the goods. ‘The question 
is whether the defendants have or have not knowingly put into the hands 
of the retail dealers the means of deceiving the ultimate purchaser. 
Scheuer v. Muller et al. .(C. C. A.), 74 F. 225, 20 C. C. A. 161; Dennison 
Mfg. Co. v. Thomas Mfg. Co. (C. C.), 94 F. 651; National Biscuit Co. y. 
Baker et al. (C. C.), 95 F. 135; Fairbank Co. v. Bell Mfg. Co., 77 F. 869, 23 
C. C. A. 554; Revere Rubber Co. v. Consolidated Hoof Pad Co. (C. C.), 
139 F. 151; Lever v. Goodwin, L. R. Ch. Div. 1; Gulden v. Chance et al. 
(C. C. A.), 182 F. 303, 105 C. C. A. 16. 

In such cases the complainant will not be held to specific proof that 
ultimate purchasers were deceived, and limited to loss of profits thus estab- 
lished. Loss will be presumed. In Merriam Co. v. Saalfield, 198 F. 369, 
117 C. C. A. 245, the rule is thus stated by the Court of Appeals for the 
Sixth Circuit: 

“Where the title was not quaiified as the law and the decree required (if 
such cases appear), and it further appears, by direct proof or by neces- 
sary inference, that it is impossible to determine whether this unlawful title 
use was the inducing cause of the sale—in other words, when it appears 
that such title was one of the causes, and it is impossible to apportion be- 
tween that and other causes, the credit for the sale—then (and if we are to 
adopt the analogy of the patent cases) there must be a presumption that 
the sale results from the unlawful use of the name. The defendant has 
confused the marking and dress, which he had a right to use, with those 
which, as against complainant, he has no right to use. The latter part is 
a material, if not the major, part of the whole. If the history of the sale 
cannot be more definitely ascertained and followed, and so it is impossible 
to say which part of the dress exercised the predominant influence, then 
under the principle of Westinghouse Co. v. Wagner Co., the defendant must 
respond,” 


It is not necessary to prove actual deception of customers if the 
natural and probable result would be confusion and deception. Rice 
§ Hutchins, Inc. v. Vera Shoe Co., Inc., 290 F. 124 [13 T.-M. Rep. 
389]; Davis Shoe Co. v. Davis, supra. 

Direct evidence of fraudulent intent is not required where the 
necessary and probable tendency is to deceive the public. Charles 


Broadway Rouss, Inc. v. Winchester Co., 300 F. 706 [14 T.-M. 
Rep. 159}. 


The common law of unfair competition is broad enough to 


embrace the principles relating to trade-mark infringement. Lsso, 
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Inc. v. Standard Oil Company, 98 F. [2d] 1 [28 T.-M. Rep. 386}. 
In this case the court said: 


It was not necessary to show that any person had been actually deceived 
by the defendant’s use of the trade-names or trade-marks in question and 
led to purchase its goods on the belief that they were the goods of plaintiff. 
Queen Manufacturing Co. vy. Ginsberg (C. C. A. 8), 25 F. [2d] 284 [18 T.-M. 
Rep. 275]; Layton Pure Food Co. v. Church & Dwight Co. (C. C. A. 8), 
182 F. 24. The court, however, found this to be the fact, and this finding 
is sustained by the evidence. The court found, and the evidence clearly 
shows, that deception will be the probable result of defendant’s act, and 
this was sufficient to establish a case of unfair competition and of infringe- 
ment. The law of trade-marks is so closely allied to that of unfair com- 
petition that it has often been said to be a part of the common law of 
unfair competition.” 


The Court of Appeals in its opinion in the cases under considera- 
tion said: 


Trade-mark law is properly a statutory branch of the broader law 
of unfair competition (authorities cited) (p. 988). 

The test of whether a trade-mark is infringed has been several times 
stated by this court to be whether “an ordinarily prudent purchaser be 
liable to purchase the one, believing that he was purchasing the other.” 
Reid, Murdoch § Co. v. H. P. Coffee Co., 8 Cir., 48 F. [2d] 817, 819 [8 
U. S. P. Q. 420], certiorari denied 284 U. S. 621, 52 S. Ct. 9, 76 L. ed. 529; 
Queen Mfg. Co. v. Isaac Ginsberg § Bros., 8 Cir., 25 F. [2d] 284, 287; 4. Y. 
McDonald & Morrison Mfg. Co. v. H. Mueller Mfg. Co., 8 Cir., 183 F. 972, 
974 (p. 987). 


It is clear that relief may be granted on a finding that the acts 
of the defendant in unfair competition, or in the narrower field of 
trade-mark infringement, are such as to establish “the probability 
of confusion by customers.” That is precisely what the Court of 
Appeals has held in these cases. The essential elements are the 
same in both classes of cases. Sweet Sirteen Co. v. Sweet “16” 
Shop. Inc., 15 F. [2d] 920 [17 T.-M. Rep. 71]. In that case the 
court said: 

.... It is well settled that, both in cases of unfair competition unac- 
companied with trade-mark infringement, and in cases of infringement of 
technical or common-law trade-marks, the essence of the wrong consists in 


the sale or mistaking of the goods of one dealer or manufacturer for those 


of another, and that this essential element is the same in both classes of 
cases. 


Under the decisions above cited, particularly those of the Eighth 
Circuit, and especially in view of the findings and mandate of the 


Court of Appeals herein, the conclusion seems inevitable that the 
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principles applicable to accountings in trade-mark infringement 
cases must be followed in the proceedings herein. 


The motions to modify the decrees entered in the above entitled 
actions on August 12, 1938, must be denied. It is so ordered. 


Crorox CHemicaL Company v. CuHiorit Mra. Corp. ef AL. 
United States District Court, Eastern District of New York 
November 25, 1938 


‘Trape-Marks — INrrincemMeNtT — “Ciorox” anp “CHtorit” — ConriicTinG 
Marks. 

The word “Chlorit” held to be confusingly similar to “Clorox,” both 

marks being used on a cleansing, antiseptic and germicidal compound. 
Trape-Mark INFRINGEMENT—CONFUSING SIMILARITY 1N Goops—Test. 

The test to determine trade-mark infringement is whether or not the 
one product is likely to confuse the public. Where defendants’ bottles 
were identical in shape and color with plaintiff's, and their labels fea- 
tured the same colors, infringement was found. 

‘Trape-Marxs—“C.iorox” anv “CHLortr’—Non-pescripTive TERMS. 

The names “Clorox” and “Chlorit” held non-descriptive and arbi- 

trary, as used as trade-marks for germicides. 


In equity. Action for trade-mark infringement. Injunction 


granted. 


Cook, Nathan, Lehman & Greenman (Mortimer Brenner, 
Thomas Epstein and Morris L. Levinson, of counsel), all of 
New York City, for plaintiff. 

Abraham 8. Robinson, of New York City, for defendants. 


Moscowitz, D. J.: This is an application made by Clorox 
Chemical Company, plaintiff, for a preliminary injunction against 
Chlorit Manufacturing Corporation, Meyer Feldman, and Harry 
L. Senderoff, the defendants herein. The defendants, Feldman and 
Senderoff, are officers and agents of the Chlorit Manufacturing Cor- 
poration. 

The following relief is demanded: 


That the defendants, their officers, servants, agents, employees and at- 
torneys, and those acting in privity or in concert with them, or any of them, 
be pendente lite and permanently enjoined and restrained. 

(a) From using the name “Clorox,” “Chlorit,” or the trade-mark 
“Clorox,”* or any name or symbol resembling “Clorox” or “Chlorit,” as part 
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of any corporate or trade-name of any defendant, or in connection with 


any of their products or with any business of manufacturing or selling any 
of their products; 


(b) From using a label with a color combination of white and light or 
dark blue and pink or vermilion, and in such a way as to cause confusion 
with the product of the plaintiff herein; 

(c) From using the picture of a clothesline on a label; 

(d) From displaying in any manner, shape or form in connection with 
the manufacture or sale of any of their products the mark or symbol 
“Chlorit” or the trade-mark “Clorox,” or from using in connection with 
their business the trade-mark “Clorox,” or the symbol “Chlorit,” and from 
using on any letterhead, billhead, or circular, or any media of advertise- 


ment, any name thereon resembling the name and trade-marks of plaintiff 
herein; 


(e) From doing any act or making any representation likely to induce 
the public to believe that plaintiff is carrying on the business carried on by 
defendants, or that defendants have authority from plaintiff herein to use 
the trade-mark “Clorox” or the name “Chlorit,” or any trade-mark of plain- 
tiff in connection with the defendants’ business ; 


(f) From doing any act likely to induce the public to believe that de- 
fendants or any of them are entitled to the use of plaintiff's name or trade- 
marks, or any name or symbol resembling plaintiff's name or trade-marks 
as being the successor of the plaintiff, and from, in any way intermeddling 
or interfering with plaintiff's trade-mark and name. 

Both the plaintiff and the defendants are engaged in the busi- 
ness of manufacturing and selling a bleaching, cleansing, antiseptic 
and germicidal compound in liquid form. Plaintiff's product is 
known as “Clorox’’ and defendants’ as “Chlorit.” 

Electro-Alkaline Company in about February, 1915, adopted 
and began the use of the name of “Clorox’’ and registered the name 
of “Clorox” in the United States Patent Office. Clorox Chemical 
Corporation became the successor in business to Electro-Alkaline 
Company in 1922, and in 1928 plaintiff succeeded the Clorox Chemi- 
cal Corporation. It appears, therefore, that since 1915 the plain- 
tiff and its predecessors have been manufacturing “Clorox” under 
that name. 

About August, 1936, the defendant, Chlorit Manufacturing Cor- 
poration, was organized and began selling its product under the 
name ‘‘Chlorit.” 

The plaintiff is evidently a firm of great financial responsibility. 
During the last seven years it has spent $6,000,000 in advertising 
“Clorox.” In the year 1937 it spent $1,000,000 in advertising. 
The total sales of “Clorox” in New York amounted to $700,000 in 
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1937 and the total sales for that year amounted to $3,600,000. The 
plaintiff’s capital stock, consists of 120,000 shares of no par value 
common stock of which 113,756 shares are outstanding of the paid- 
in-value of over $1,200,000. 

The Chlorit Manufacturing Corporation, according to its finan- 
cial statement as of October 29, 1938, shows current assets in the 
sum of $10,094.47 consisting of $1,912.19 in cash, accounts receiv- 
able $3,312.36, inventory $4,869.92; current liabilities $6,917.96. 
It, therefore, is not in a financial position to pay plaintiff's damages 
that have accrued and will accrue as a result of the sales of 
“Chlorit.” 

Plaintiff's product “Clorox” and defendants’ product ‘“Chlorit” 
are both sold in long, round, amber-colored bottles and are identical 
in shape and color. The name “Clorox” is blown into the glass 
around the neck and shoulders and on the bottom of the bottle. The 
name “Chlorit” is blown into the glass around the shoulders and on 
the bottom of the bottle. Affixed to the “Clorox” bottle is a rectan- 
gular label, having a light blue background, in the middle of which 
is a vermilion diamond with a dark blue center. Affixed to the 
“Chlorit” bottle is a label with a background of light blue and 
various shades of vermilion and dark blue with the name “Chlorit”’ 
printed thereon in white letters. On the “Clorox” bottle the word 
“Clorox” is printed in white letters in the center of the diamond. 
On the label of the “Clorox’”’ bottle is a picture of a clothesline with 
various articles of clothing hanging therefrom and around the dia- 
mond there are printed words describing the product. The “Clorox” 


label (Exhibit A annexed to the complaint) contains the following: 


1. “Bleaches—Deodorizes—Disinfects” ; 

2. “Germicide— Disinfectant” ; 

3. “No Lime or Acids in This Solution”; 

4. “Liquid Cleaning Washing Compounds” ; 

5. “‘Trade-Mark Reg. U. S. Pat. Off.”; 

6. “Tested and Approved by Good Housekeeping Institute” ; 


When “Chlorit” was first manufactured the label (Exhibit E an- 
nexed to the complaint) contained the following: 


a. “Bleaches, Deodorizes, Disinfects” 
b. “Germicide” 
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>. “Contains No Lime or Acids” 

. “Cleaning Compound” 

. “Reg. U. S. Trade-Mark Pat. Off.” 

. “Cleans Clothes Clean.” 

After the defendants received plaintiff's notice of claim of in- 
fringement and unfair competition they continued to use the same 
form of label (Exhibit E annexed to the complaint) but added a 
small seal entitled, “American Institute of Food Products N. Y.” 
See plaintiff's Exhibit H annexed to the complaint and defendants’ 
Exhibit I annexed to the affidavit of Abraham S. Robinson, verified 
October 10, 1938. 

“Clorox” former label (Exhibit C annexed to the complaint) 
which was used prior to its present label, Exhibit A, in addition to 
carrying the items 1 to 6, inclusive, above set forth, also had item 
7, “Washes Clothes Clean.” 

During about January, 1937, defendants applied for a trade- 
mark for the word “Chlorit’’ and for their label in the United States 
Patent Office, to which plaintiff filed a notice of opposition. There- 
after, the defendants made an effort to abandon the application for 
a trade-mark. Upon the plaintiff's objection the abandonment was 
refused by the Examiner. On May 16, 1938, the Examiner denied 
the registration of the word “Chlorit” and defendants’ label (Ex- 
hibit G annexed to the complaint). 

The presumption of validity attends the registration of the 
plaintiff's trade-mark “Clorox.” Van Camp Sea Food Co., Inc. v. 
Packman Bros., 4 F. Supp. 522 [23 T.-M. Rep. 529], affirmed 79 
F. [2d] 511. 


The name “Clorox” is not descriptive of plaintiff's product. 


The main active ingredients of ‘““Clorox’’ are about 5 percent sodium 


hypochlorite and a small quantity of sodium carbonate. “Clorox” 
is a fanciful word, arbitarily selected and in no wise describes its 
ingredients. The word ‘“Chlorit’’ is likewise an arbitrary, fanciful 
word and does not describe the defendants’ product or its in- 
gredients. 

The Court in Winthrop Chemical Co., Inc. v. Blackman, 150 
Mise. 229 [26 T.-M. Rep. 148], decided that the word “Theominal” 
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was not descriptive and was infringed by the use of the word 
“Theobrominal” by the defendant. 

The Court in the case of Battle § Co. v. Finlay, 45 F. 796, de- 
cided that the word ““Bromidia” was not descriptive of bromide of 
potassium. 

The Court of N. K. Fairbank Co. v. Central Lard Co., 64 F. 
133, decided that the word “Cottolene” was infringed by the word 
“Cottoleo,” both of which were cottonseed oil products. 

The Court in the case of Nu-Enamel Corp. v. Nate Enamel Co., 
Inc., 243 App. Div. 292, affirmed 268 N. Y. 574 [25 T.-M. Rep. 
121], decided that the words “Nu-Enamel’’ were not descriptive 
and were infringed by the words “Duo Enamel.” 

The Court in the case of Allen v. Walker & Gibson, 235 F. 280, 
decided that the word “‘Cedarine” was not descriptive and was in- 
fringed by the words ‘“O-Cedar.”’ 

The Court in the case of Northam-Warren Corporation v. Uni- 
versal Cosmetic Co., 18 F. [2d] 774 [17 T.-M. Rep. 203], decided 
that the word “Cutex’’ was not descriptive and was infringed by 
the word “Cuticlean.” 

The Court in Northwestern Consol. Milling Co. v. Mauser & 
Cressman, 162 F. 1004, decided that the word “Ceresota’’ was not 
descriptive and was infringed by the word “Cressota.”’ 

The test to be applied in the determination of this motion is, 
whether or not the product is likely to confuse the buying public, 
and about that there can be no question. The general appearance 
of the defendants’ bottles, the placing of the labels, and the labels 
themselves are almost identical with that of the plaintiff’s product. 
The bottles, the coloring of the bottles, the size and shape of the 
bottles, the arrangement of the printed matter, the figures and the 
labels themselves, the coloring on the labels, and the general appear- 
ance of the defendants’ product are so similar to that of the plain- 
tiff’s that the ordinary purchaser would be confused. 

The following language which I used in the case of Martini & 
Rossi, Societa Anonima v. Consumers’-People’s Products Co., Inc., 
57 F. [2d] 599 [21 T.-M. Rep. 509], is peculiarly applicable here: 
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In making purchases the purchaser does not have the two sets of labels 
before him, nor are the bottles side by side. The purchaser must depend 
upon his recollection of the appearance of the product which he intends to 
purchase. There is no doubt that the purchaser on a close examination of 
both products could find certain differences. However, purchases are not 
made in that manner, and that would be an unfair test. 

An ordinary person would be misled in the purchase of the goods due 
to the similarity thereof if they were not displayed side by side. It is not 
necessary to analyze in detail the points of similarity. For every practical 
purpose the labels used by the defendants and the plaintiff are identical. 

The purpose of the defendants’ is clear. They knew the plain- 
tiff had built up a reputation after the expenditure of $6,000,000 in 
advertising “Clorox” and they thought that they would be able to 
appropriate to themselves the plaintiff's good-will in “Clorox” by 
the use of the word “Chlorit.”” “Chlorit’” sells for 15 cents a quart 
bottle, 2 quart bottle for 25 cents, whereas “Clorox” sells at 15 cents 
a pint and 27 cents a quart. It can readily be understood why 
“Chlorit”’ is sold at a lower price than “Clorox’’ when it is realized 
that defendants are able to benefit by the plaintiff's advertising of 
“Clorox.” 

The selection of the word “Chlorit” was not a mere coincidence. 
It was a deliberate scheme on the part of the defendants. Fortu- 
nately, a Court of Equity can extend its arm to protect the plaintiff 
in the use of the name “Clorox.” To deny an injunction would 
cause irreparable damage to this plaintiff as the defendant corpora- 
tion is of little financial responsibility. It could not possibly com- 
pensate the plaintiff for its damages. 


Upon the settlement of the order to be entered upon this motion 
the Court will fix the amount of plaintiff's bond. Rule 65, sub- 
divisions (c) and (d) of the Rules of Civil Procedure for the Dis- 
trict Courts of the United States provide: 


(c) Security. No restraining order or preliminary injunction shall 
issue except upon the giving of security by the applicant, in such sum as 
the court deems proper, for the payment of such costs and damages as 
may be incurred or suffered by any party who is found to have been wrong- 
fully enjoined or restrained. No such security shall be required of the 
United States or of an officer or agency thereof. 

(d) Form and Scope of Injunction or Restraining Order. Every order 
granting an injunction and every restraining order shall set forth the rea- 
sons for its issuance; shall be specific in terms; shall describe in reasonable 
detail, and not by reference to the complaint or other document, the act 
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or acts sought to be restrained; and is binding only upon the parties to the 
action, their officers, agents, servants, employees, and attorneys, and upon 
those persons in active concert or participation with them who receive 
actual notice of the order by personal service or otherwise. 


Rule 65 subdivision (d) of the Rules of Civil Procedure for the 
District Courts of the United States provides that the injunction 


order must contain (1) the reason for its issuance; (2) it shall be 


specific in terms, and (3) it shall describe the act or acts sought to 
be restrained. 
Settle order on notice. 


Catvert DistTiILLINGc CoMPANY v. BRANDON 
(24 F. Supp. 857) 
United States District Court, Western District, South Carolina, 
Rock Hill Division 


October 15, 1938 


Unram Competition—Srate Farr Trape Acrs—Soutn Carorina—SiNGLineG 
Our DereNDANT For ProsEcuTION. 

In an action to enforce the provisions of the South Carolina Fair 
Trade Act, where it was shown that defendant was the leading retailer 
in the district who cut prices on plaintiff's whiskeys and that, if he 
discontinued such acts, the others would do the same, the defense that 
plaintiff was unfair in singling out the defendant for prosecution was 
held invalid. 

In equity. Action to enjoin price cutting under state Fair 


Trade Act. Judgment for plaintiff. 


Stephen Nettles, of Greenville, S. C., for plaintiff. 
R. B. Hildebrand, of York, S. C., for defendant. 


Wycue, D. J.: This is an action for a permanent injunction 
under the South Carolina Fair Trade Act (40 St. at Large of S. C., 
p. 301). 

Plaintiff is a manufacturer of liquors, which it advertises and 
sells throughout the United States under its special labels, brands 
and trade-marks. Defendant is a retail liquor dealer operating 
three retail liquor stores located respectively in Rock Hill, S. C., 
York, S. C., and Clover, S. C., Plaintiff alleges that it has estab- 
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lished certain minimum retail prices for its various brands of 
liquors, and that the defendant has been cutting these prices to 
plaintiff's injury; and the relief sought by plaintiff is an injunction 
to enjoin defendant from selling plaintiff’s various brands of liquors 
for less than the established minimum retail prices. 

Plaintiff is a citizen of Maryland. Defendant is a citizen of 
South Carolina, residing at Rock Hill, in the Western District of 
South Carolina. 

More than the jurisdictional amount is involved. The amount 
in controversy here is the value of the plaintiff's property right 
sought to be protected by injunction. Hunt v. New York Cotton 
Exchange, 205 U. S. 322, 27 S. Ct. 529, 51 L. ed. 821; Packard v. 
Banton, 264 U.S. 140, 44 S. Ct. 257, 68 L. ed. 506; Kroger Grocery 
Co. v. Lutz, 299 U. S. 300, 57 St. Ct. 215, 81 L. ed. 251; Swan 
Island Club v. Ansell, 4 Cir., 51 F. [2d] 387. 

The property right here involved is plaintiff's good-will, as well 
as its actual losses by reason of defendant’s price cutting. Del 
Monte Food Co. v. California Packing Corp., 9 Cir., 34 F. [2d] 
774; Sun-Maid Raisin Growers v. Avis, D. C., 25 F. [2d] 303; 
Lambert v. Yellowley, 2 Cir., 4 F. [2d] 915. 

Following the enactment of the South Carolina Fair Trade Act 
(40 St. at Large of South Carolina, p. 301) plaintiff entered into a 
uniform contract with most of the retail dealers handling its liquors 


in the State, the essential paragraph of the contract reading as 
follows: 


First: Retailer will not sell, advertise, or offer for sale within the 
State of South Carolina any beverages bearing the trade-mark, brand or 
name of the Owner, which the Retailer has purchased, or now has on hand, 
or which Retailer may hereafter purchase, below the minimum prices 
stipulated from time to time by Owners for sales to the public nor will he 
make any refunds, discounts, or concessions of any kind or character for 
the purpose of, or which will result in decreasing the said stipulated mini- 
mum prices, nor sell or offer to sell any of such beverages in combination 
with any other beverages at a single or joint price. 


Defendant was one of a few retail dealers in his section of South 
Carolina who refused to sign the uniform contract. 
Section 3 of the South Carolina Fair Trade Act provides: 
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§ 3. Unfair Competition—wWilfully and knowingly advertising, offering 
for sale or selling any commodity at less than the price stipulated in any 
contract entered into pursuant to the provisions of this Act, whether the 
person so advertising, offering for sale or selling is or is not a party to 
such contract, is unfair competition and is actionable at the suit of any 
person damaged thereby. 

Although defendant did not sign plaintiff's uniform minimum 
price contract, he is nonetheless bound to observe plaintiff's mini- 
mum prices. Plaintiff having entered into the uniform price con- 
tract with some of the dealers, it is, by the terms of the statute, 
given the right to enforce those prices against any dealer, whether 
he is or is not a party to a price agreement. 

Defendant does not question the correctness of any of the above 
conclusions. Nor does he deny that he has been advertising, offer- 
ing for sale, and selling plaintiff's brands of liquors at cut prices. 
On the contrary, he admits it, and asserts his right to continue to 
sell plaintiff's brands at whatever prices he desires. 

Defendant bases his right to do this on the alleged conduct of 
plaintiff which he maintains deprives plaintiff of the right, other- 
wise admitted, to enjoin him from price cutting. First, he says that 


the other retail dealers in the towns where he operates are cutting 
prices, and that it is unfair and inequitable to permit plaintiff to 
single him out while not proceeding against the others. And in this 
connection he further says that the fact that plaintiff seeks to en- 
join him and not the others proves plaintiff's lack of a bona fide 
desire to maintain its prices. Second, defendant contends that 
plaintiff permits its distributors to give varying discounts and allow- 


ances to retail dealers, and that such conduct is not consonant with 
a bona fide intent and attempt to maintain its prices. These two 
contentions will be discussed in their order. 

Plaintiff called to the stand all of the retail dealers in Rock Hill 
other than defendant, being seven in number. Taking their testi- 
mony and the testimony of defendant as a whole, it shows that the 
defendant is the largest retailer among them; that he is a most 
aggressive competitor; that he is the outstanding price cutter; that 
when the attempt was made by these retailers to organize for the 
purpose of stopping price cutting their efforts were defeated by de- 
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fendant’s refusal to cooperate; and that these other retailers would 
quit price cutting if defendant would do so or was forced to do so. 
Such being the situation, it would be a harsh rule which required 
plaintiff to seek injunction against all these dealers in order to 
obtain an injunction against defendant. Plaintiff contends, and 
the evidence lends strong support to the view, that if defendant is 
enjoined from price cutting, his competitors will be glad to maintain 
the established prices. Certainly, it is no evidence of bad faith on 
plaintiff's part to single out the defendant under these circum- 
stances, and to delay proceeding against his competitors until an 
injunction is obtained against him. If their sworn desire to desist 
from price cutting if defendant is made to desist turns out to be 
true, price cutting will have ceased in the vicinity and plaintiff will 


have accomplished its purpose without the necessity of bringing but 
the one suit. 


In addition to fixing minimum retail prices for its liquors, plain- 
tiff also, as part of the scheme of price maintenance, fixes the prices 
at which the distributor sells to the retailer, and these prices are 


published and known to the retailer. There is no evidence that 
plaintiff’s distributors have varied from these prices except in two 
particulars. These prices are delivered prices on a cash basis. 
The retailer who hauls his purchases in his own truck from the 
distributor’s warehouse to his own store is allowed thirty-five cents 
per case as drayage, and the retailer who buys in quantity lots is 
allowed a discount of three percent. 


YarpDLeY oF Lonpon, INc. ET AL. v. YARDLEY SuHogs, INc. 
New York Supreme Court—Special Term, Part III 


December 9, 1938 


Unram ComPetir1ion—Trape-Marks—‘Y arpLEy”—Use or Corporate NAME 
In Non-comPeTING Bustness—INJUNCTION. 

Plaintiff, a New York corporation, had since the year 1921 been com- 
bining and distributing perfumes and toilet articles under the name 
“Yardley.” Defendant, incorporated in March, 1938, advertised its 
shoes under the words “Yardley’s” and “Yardley’s, Inc.,” its shop being 
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located two and one-half blocks from plaintiff’s place of business and 
no person bearing the name “Yardley” being connected with defendant. 
Plaintiff held entitled to a preliminary injunction. 
Unram Competition—Use or Corporate Name—Competition UNNECES- 
SARY FoR RELIEF. 


In the case at issue, the fact that plaintiff dealt only in perfumes 
and the defendant only in shoes held no defense where unfair competi- 
tion has been shown. 

In equity. Action for unfair competition in the use of corpo- 


rate name. Injunction pendente lite granted. 


Townsend §& Lewis, of New York City, for plaintiffs. 
Samuel J. Robbins, of New York City, for defendant. 


McCook, J.: The three plaintiff corporations and their prede- 
cessors have owned for a century and a half and used here and else- 
where the trade-marks “Yardley” and ‘“‘Yardley’s.” One of them 
—Yardley & Company, Ltd.—was incorporated in this state in 
1921, and has been compounding, producing, selling and distribut- 
ing Yardley products in the United States until now. The defend- 
ant was incorporated in March, 1938, as “Yardley Shoes, Inc.,” and 
since that date employed in window advertising and on packages of 
merchandise the words “Yardley’s, Inc.” and “‘Yardley’s.’’ Plain- 
tiffs’ shop is located at No. 620 Fifth Avenue, between Forty-ninth 
and Fiftieth Streets, defendant’s approximately two and one-half 
blocks distant at No. 412 Madison Avenue, both in New York City. 

No natural person bearing the name “Yardley” is claimed to be 
connected with the defendant as incorporator, officer, director, man- 
ager or otherwise. No explanation is offered for the original selec- 
tion by defendant of the name “Yardley” or for its subsequent ap- 
propriation. Since no other purpose appears, the court must as- 
sume that defendant had in mind the obvious material advantage to 
be derived from using the name or emblem of a business long estab- 
lished, highly successful and the owner of valuable good-will based 
on sound quality and good repute. 

Assuming that plaintiffs have not lost nor defendant gained 
through the acts of the latter, the former are challenged to prove 
that their adversary at any time induced anybody to purchase shoes 
because of confusion with Yardley of London, Yardley of New 
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York, or Yardley of New Jersey. They are not required to do so 
if unfair competition has been shown, as here. The imitation 1s 
plain, the unfairness palpable. 

For its sole defense respondent depends on the difference be- 
tween plaintiffs’ and defendant’s products, in that the former deals 
only in perfumes, toilet articles and the like, defendant only in 
shoes. There can be no competition, is the argument, and, therefore, 
no remedy. Such has not been the law for more than ten years. 
The federal and state courts are in harmony. Defendant has cited 
no current authorities in its favor, for there are none. On the other 
side the precedents are abundant, and it is necessary to mention a 
few only where the sharpest contrasts of unlike products were held 
of no avail to defeat relief: Radio sets versus razor blades ( Phila- 
delphia, etc., Co. v. Mindlin, 163 Misc. 52); tobacco accessories 
versus shirts (Alfred Dunhill, etc. v. Dunhill Shirt Shop, Inc., 3 
Fed. Supp. 487); jewelry versus motion pictures (Tiffany & Co. v. 
Tiffany Productions, Inc., 147 Misc. 679, 237 App. Div. 801, 262 
N. Y. 482 [23 T.-M. Rep. 117]; meat products versus rubber tires 
(Armour & Co. v. Master Tire & Rubber Co., 34 Fed. [2d] 201); 
magazines versus hats (Vogue Company v. Thompson-Hudson Co., 
300 Fed. 509, 293 U. S. 706 [16 T.-M. Rep. 263]) ; cameras versus 
bicycles (Eastman, etc., Co. v. Griffiths Cycle Corp’n, 15 R. P. C. 
105). 

One regrets a state of mind which seeks to enjoy without earn- 
ing the fruits of another’s industry and success. Since defendant 


has chosen a course of sharp practice and has come in conflict with 


the law, its officers cannot complain at the loss of time and money 
expended since March of this year. To assert, as Mr. David 
Schneider and his associates do, that the defendant has established 
the name of “Yardley” in New York is sheer effrontery. 


Motion for temporary injunction is granted. Settle order. 
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AMERICAN Brewina Company, Inc. v. DeLarour Beverace Cor- 
PORATION (AmeERICAN Dry Corp., Assignee, Substituted ) 


United States Court of Customs and Patent Appeals 
Cancellation No. 2650 


December 19, 1938 


TrapE-MarkKs—REGISTRATION—BEER AND ALE AND GINGER ALE Goops OF 
Same Descriptive Properties. 
Ginger ale held to be of the same descriptive properties as beer and 
ale. 


Trave-Marks—REGIsTRaTIOIN—SIMILARITY BETWEEN Marks—AppITION OF 
Descriptive MatTrTer. 

Confusing similarity between two trade-marks may not be avoided 
by the later user merely by adding descriptive disclaimed words to a 
technical mark clearly similar to the mark of the earlier user. 

Trave-Marks—RecistraTion—ConFLicTiING Marks. 

A trade-mark consisting of the representation of the Statue of 
Liberty and the word “Liberty” held to be confusingly similar to a 
mark consisting of the representation of the Statue of Liberty and the 
words “America Dry Ginger Ale,” the four latter words being dis- 
claimed. 

On appeal from a decision of the Commissioner of Patents re- 
versing a decision of the Examiner of Interferences granting can- 


cellation. Reversed. For the Commissioner’s decision see 26 


T.-M. Rep. 68. 


Edward G. Fenwick, Charles R. Fenwick, both of Washington, 
D. C., for appellant. 
Charles R. Allen, of Washington, D. C., for appellee. 


Lenroot, J.: This is an appeal in a trade-mark cancellation 
proceeding wherein the Commissioner of Patents reversed a decision 
of the Examiner of Interferences which granted appellant's petition 
for cancellation of appellee’s registered mark. 

The trade-mark registration sought to be cancelled, No. 188,408, 
was issued on August 26, 1924, to the Delatour Beverage Corpora- 
tion of New York for use on ginger ale. The mark consists of a 
representation of the Statue of Liberty and the printed words 
“America Dry Ginger Ale.” The registration statement contains 


the following: 
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; . no claim being made to the printed words apart from the mark 
shown in the drawing. 


The trade-mark has been continuously used in its business since the 
seventeenth day of January, 1924. 

Appellant’s petition for cancellation, filed October 21, 1983, 
alleged that it and its predecessors long prior to January 17, 1924, 
had adopted and used as a trade-mark upon beer and ale a com- 
posite mark consisting of a representation of the Statue of Liberty 
and the word “Liberty”; that the goods upon which the marks of 
the respective parties are used, viz., beer and ale on the one hand 
and ginger ale on the other, are of the same descriptive properties ; 
that the marks are deceptively similar, and that the use by the 
registrant of the word “America” as a part of its trade-mark sought 
to be cancelled amounts to an appropriation of an essential feature 
of petitioner’s corporate name, American Brewing Company. The 
petition contains the usual allegations of damage to appellant by 
the registration sought to be cancelled. 

Appellee, America Dry Corporation, answered said petition and 
alleged that by mesne assignments it had succeeded to the rights of 
Delatour Beverage Corporation in the registration sought to be 


cancelled ; that the marks of the parties are not confusingly similar ; 


that the use of the words “America Dry” as a part of the trade- 
mark is not the appropriation of an essential feature of appellant's 
corporate name, and denied that appellant had been or would be 
damaged. 

Both sides took testimony. 

The Examiner of Interferences held that appellee had not estab- 
lished that it was the assignee of the registration to Delatour 
Beverage Corporation, and sustained appellant’s petition for can- 
cellation. 

Upon appeal the Commissioner reversed the decision of the 
Examiner, holding that title in appellee had been sufficiently estab- 
lished, and upon the merits held that the marks of appellant and 
appellee were not confusingly similar. 

It thus appears that two issues are presented: First, whether 
or not appellee has established title to the registration which is 
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here sought to be cancelled, and second, whether the respective 
marks of the parties are confusingly similar. 

In view of the conclusion we have reached upon the second of 
these issues we will assume, without deciding, that appellee has 
properly established title to the registration sought to be cancelled, 
and proceed to a consideration of the issue of confusing similarity 
of the involved marks. 


Section 13 of the Trade-Mark Act of January 20, 1905, reads 
as follows: 


Sec. 13. That whenever any person shall deem himself injured by the 
registration of a trade-mark in the Patent Office he may at any time apply 
to the Commissioner of Patents to cancel the registration thereof. The 
commissioner shall refer such application to the examiner in charge of in- 
terferences, who is empowered to hear and determine this question and 
who shall give notice thereof to the registrant. If it appear after a hear- 
ing before the examiner that the registrant was not entitled to the use of 
the mark at the date of his application for registration thereof, or that the 
mark is not used by the registrant, or has been abandoned, and the examiner 
shall so decide, the commissioner shall cancel the registration. Appeal may 
be taken to the commissioner in person from the decision of Examiner of 
Interferences. 


The Examiner of Interferences, in his decision sustaining appel- 
lant’s petition for cancellation did not discuss the question of the 
confusing similarity of the marks. The Commissioner in his de- 
cision stated: 


Respondent’s mark is “America Dry Ginger Ale” in association with a 
picture of the Statue of Liberty, and it is registered for use with ginger ale. 
Petitioner’s mark is the word “Liberty” in association with a picture of 
the Statue of Liberty. It is used with beer and ale, and has been so used 
since a date prior to respondent’s alleged date of first use of the registered 
mark. The only feature common to both marks is the picture. 

In my opinion the goods of the parties are of the same descriptive 
properties within the meaning of the Trade-Mark Act, but they are, 
nevertheless, specifically different. Regardless of the occurrence of a 
representation of the Statue of Libery in both marks I am convinced that 
there is no reasonable likelihood of confusion between them as applied 
to such goods. No actual confusion has been proved, nor is there any evi- 
dence that petitioner has been injured. In a proper case damage will be 
presumed, but I do not think that any such presumption is warranted here. 


We are in accord with the holding of the Commissioner that the 
record establishes that appellant’s use as a trade-mark of the word 
“Liberty” in association with a picture of the Statue of Liberty 
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antedates the application upon which the Delatour Beverage Cor- 
poration was granted registration of its mark. 

The Commissioner, however, makes no mention of the fact that 
in the registration of the Delatour Beverage Corporation the words 
“America Dry Ginger Ale” are disclaimed apart from the mark 
shown in the drawing, which is a representation of the Statue of 
Liberty. 

We also agree with the Commissioner that the goods upon which 
the respective marks ere used are of the same descriptive properties. 

If the disclaimed words, “America Dry Ginger Ale,” in regis- 
trant’s mark should be given the same prominence and weight as 
the representation of the Statue of Liberty therein, we could agree 
with the Commissioner that, considering the difference in goods 
and the differences in the marks, there is no reasonable likelihood 
of confusion arising from the use of the respective marks; but we 
are of the opinion that disclaimed descriptive words in a mark 
should not be given the same prominence as that portion of the 
mark which possesses all of the qualities of a valid technical trade- 
mark. It is true that the general rule is that marks should be 
regarded in their entirety, including disclaimed words, but we do 
not think it could well be argued that disclaimed descriptive words 
could ever constitute the dominant part of a mark. 

In the case of Beckwith v. Commissioner of Patents, 252 U.S. 
538, 546, the court said: 

. a disclaimer on the part of applicant that no claim is made to 
the use of the words “Moistair Heating System” apart from the mark 
as Shown in the drawing and as described, would preserve to all others 
the right to use these words in the future to truthfully describe a like 
property or result of another system, provided only that they be not used 
in a trade-mark which so nearly resembles that of the petitioner “as to be 
likely to cause confusion or mistake in the mind of the public or to deceive 
purchasers” when applied “to merchandise of the same descriptive prop- 
erties” (§ 5). 

Inasmuch as the disclaimed words are clearly not registrable, 
apart from the mark shown, any one has the right to use those 


words in a descriptive way, if descriptive of his merchandise. It, 


therefore, seems to us that the disclaimed words, although they are 
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a part of the mark, could only in a very minor degree indicate 
origin of goods in the registrant. 

It follows from the foregoing that, in our opinion, the repre- 
sentation of the Statue of Liberty is the dominant portion of the 
mark sought to be cancelled, and that, considering the registrant’s 
mark as a whole, it is confusingly similar to appellant’s mark, and 
the concurrent use of the marks would be likely to deceive pur- 
chasers. This being true, damage to appellant by the use of the 
mark sought to be cancelled will be presumed, appellant being the 
prior user of its mark, and the evidence establishing that it was 
using its mark at the time its petition for cancellation was filed. 
American Cyanamid Co. v. Synthetic Nitrogen Products Corp., 
19 C. C. P. A. (Patents) 1235, 58 F. [2d] 834 [22 T.-M. Rep. 
275]. 

We are frank to say that, after diligent search, we have been 
unable to find any decisions directly in point upon the relative 
importance of disclaimed descriptive words in a trade-mark, as 
compared with the balance of the mark. However, two cases have 
been decided by us which, we think, are applicable in principle to 
this question. 

The first is the case of Charles R. Spicer, etc. v. W. H. Bull 
Medicine Co., 18 C. C. P. A. (Patents) 1402, 49 F. [2d] 980 [21 
T.-M. Rep. 406]. In that case appellee sought to cancel a regis- 
tration of appellant under the ten-year clause of the Trade-Mark 
Act of 1905. Appellant’s mark which was registered consisted of 
the notation “Spicer’s Nux Herbs and Iron”; the name “Spicer’s” 
and the words “Nux,” “Herbs,” and “Iron” were disclaimed apart 
from the mark as shown. Appellee’s mark consisted of the words 
“W. H. Bull’s Herbs and Iron,” associated with a fanciful picture. 
No words in this mark were disclaimed. In our opinion we stated: 


We think the Commissioner erred in holding that the words “Herbs and 
Iron” are the essential or dominant feature of appellee’s mark. In appel- 
lee’s application, upon which the registration was issued, it is stated that 
it adopted the mark “for a medicinal preparation made from herbs and 
iron.” We think it apparent that these words were used in the mark solely 
to describe the goods, and that the essential and dominant features of the 
mark were the name “W. H. Bull’s” and the pictorial representation. 
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We may say, in passing, that the words “Trade-Mark” are found in the 
oval containing the picture and above the word “Iron.” 

So we think in the case at bar that the words “America Dry 
Ginger Ale’ are used in the mark to describe the goods, and that 
the essential and dominant feature of the mark sought to be can- 
celled is the pictorial representation of the Statue of Liberty. 

In the case of Bon Ami Company v. McKesson & Robbins, Inc., 
25 C. C. P. A. (Patents) 826, 93 F. [2d] 915 [28 T.-M. Rep. 87], 
the involved marks were “Bon Ami’ applied to soap in cake and 
powder form and on tooth paste, and the mark “Shav-ami,” asso- 
ciated with the words “brushless shave,’ applied to shaving cream. 
The words “brushless shave’’ were disclaimed apart from the mark 
shown. We held that there was likelihood of confusion in the con- 
current use of the two marks. Judge Hatfield, in a concurring 
opinion, stated: 


If all that a newcomer in the field need do in order to avoid the charge 
of confusing similarity is to select a word descriptive of his goods and 
combine it with a word which is the dominant feature of a registered trade- 
mark so that the borrowed word becomes the dominant feature of his 
mark, the registered trade-mark, made valuable and outstanding by ex- 
tensive advertising and use, soon becomes of little value, and, of course, 
each of the subsequent imitating trade-marks (and there would be many) 
is of value only to the extent that its users are trading on the good-will of 
the owner of the original registered trade-mark. 

We think the observations last above quoted are applicable here, 
and that confusing similarity between two trade-marks may not be 
avoided by the later user merely by adding descriptive disclaimed 
words to a technical mark clearly similar to the mark of the earlier 
user. Were it otherwise, one desiring to profit from another's 
trade-mark could appropriate it and, by superimposing upon it a 
number of descriptive words, not in themselves registrable, and 
therefore disclaimed apart from the mark shown, secure registration 
of the same, because the two marks would not be confusingly similar 
if the descriptive disclaimed words be given the same effect, in con- 
sidering the mark as a whole, as if such disclaimed words were in 
themselves registrable as a valid trade-mark. In other words, it 


cannot be that an applicant, by combining a technical trade-mark 
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and descriptive words, neither of which alone would be registrable 
to him, can produce a composite mark which is registrable. 

Upon the suggestion by appellee of a diminution of the record, 
on certiorari certain additional parts of the record were certified 
to this court by the Patent Office. Our order provided that the 
costs incident thereto should be subsequently taxed by us. Upon 
inspection of these papers so certified, we conclude that they were 
reasonably necessary to the proper disposition of the issues, as 
embodied in the reasons of appeal and the arguments in the brief of 
appellant. Therefore, the costs of printing the additions to the 
record will be taxed against appellant. 

For the reasons herein stated, the decision of the Commissioner 
of Patents is reversed, with directions to grant appellant’s petition 


for cancellation. 


DECISIONS OF THE COMMISSIONER OF PATENTS 
Cancellation—E vidence 


Frazer, A.C.: Denied a motion brought by Delbeck Cie Societe 
a Responsabilité Limitée after the decision of the Commissioner 
affirming the decision of the Examiner of Interferences dismissing 
the petition for cancellation of the registration of a mark for cham- 
pagne, to permit the taking of further testimony. 

In his decision he stated that the motion was supported by an 
affidavit of one of the attorneys of the moving party that he was 
informed and believes that the party Monica had never obtained a 


certificate of approval from the Federal Alcohol Administration of 


the label on which the registered marks is used, that respondent 


had never used the registered mark on the goods described in the 
certificate of registration, that the mark had been abandoned and 
that the evidence which has now become available as to the non- 
use of the mark was not available when the original testimony of the 
petitioner was taken. 

He then said: 


The showing presented is clearly insufficient to warrant the somewhat 
extraordinary relief which petitioner seeks. Even had the motion been in- 
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terposed at an earlier stage of the proceeding, it must at least have been 
supported by a statement as to’ the exact nature of the newly discovered 
evidence, and as to the reasons why it was not sooner available. Moreover, 
there is no basis in the pleadings for any of the proof now proposed to be 
submitted. Nonuse was not alleged in the petition; and if abandonment 
has occurred since this proceeding was instituted, petitioner’s remedy is to 
file a second petition. As to respondent’s asserted failure to procure a 
certificate of approval from the Federal Alcohol Administration, it may be 
observed that such certificates were not required by the Patent Office until 


December 15, 1936, whereas respondent’s registration issued August 22, 
1933.) 


Frazer, A. C.: Held that applicant is not entitled to register 
the notation “Zeph-O-Lator’” as a trade-mark for humidifiers, air 


washing units, etc., in view of the prior use by opposer of the trade- 


mark “‘Aerolator’” used upon air conditioning apparatus but of a 
type differing slightly from that dealt in-by the applicant. 

In his decision, after stating that the Examiner of Interferences 
was of the opinion that in view of the specific differences between 
the goods of the parties and the fact that such goods were relatively 
expensive, there was no likelihood of confusion, the Assistant Com- 
missioner said: 

Applicant’s proposed registration, however, would not be restricted to 
any particular type of air conditioning apparatus, the description of mer- 
chandise in the application being sufficiently broad to include the exact type 


to which opposer now applies its mark; so that for the purposes of this 


proceeding I think the goods of the parties must be regarded as substantially 
identical. 


He then referred to three decisions of the Court of Customs and 
Patent Appeals, pointing out the distinctions between those cases 
and the present case, and with particular reference to Kelvinator 
Corporation v. Norge Corporation, 25 C. C. P. A. 857, 94 Fed. [2d] 
384 [28 T.-M. Rep. 135], he said: 

In Kelvinator Corporation vy. Norge Corporation the goods were sub- 
stantially the same, but the court held that under the particular circum- 


stance of that case the marks “Aerolator” and “Kelvinator” differed suffi- 


ciently to insure against confusion, concluding its opinion with the following 
statement: 


“Considering the marks in their entirety, the character of the goods of 
the parties and the degree of care and discrimination exercised by the pur- 
chasers of them, we are of opinion that their concurrent use by the parties 


1 Delbeck et Cie. Société a Respondsibilité Limitée v. Joseph Della 
Monica, Canc. No. 3147, 163 M. D. 172, November 17, 1938. 
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on their respective goods would not be likely to cause confusion or mistake 
in the mind of the public, and that appellee is entitled to the registration of 
its mark.” 

There again the marks considered differed more greatly than do the 
marks here in question. “Aerolator” and “Kelvinator” have nothing in 
common save the suffix “ator.” In “Zeph-O-Lator” and “Aerolator” the 
last six letters are identical, and both expressions convey the same sugges- 
tive significance, namely, something pertaining to the movement or treat- 
ment of air.” 


Corporate Name 


Van ArspaLe, A.C.: Held that Edwin L. Grauel is not entitled 
to register as a trade-mark for matches, the word “Pulmatch.” 

The ground of the decision is that the mark is descriptive and is 
the name of a corporation. 

In his decision, after stating that the iiicbbeciies between 
Grauel’s application and the application of American Pullmatch 
Corporation of Piqua, Ohio, had been dissolved because in the 
opinion of the Examiner the mark was not registrable to Grauel as 
being the complete appropriation of the corporate name “Pullmatch, 


Incorporated,” and also a substantial appropriation of the corporate 


name of “American Pullmatch Corporation,” the Assistant Commis- 
sioner, with reference to the right of the Office to dissolve the inter- 
ference under such conditions, said: 


The motion to dissolve herein asserts statutory grounds alleged to pre- 
clude registration of appellant’s mark, and obviously denied the registra- 
bility of the mark to an applicant. Accordingly, under the statute and the 
rules, if this applicant’s mark would be unregistrable to him on statutory 
grounds even though he should support his contentions as to the questions 
of priority raised by him, it is proper that the interference be dissolved and 
registration be refused on his application without proceeding to a determina- 
tion of the questions relating to priority. 

In my opinion, the question of priority of rights in appellant’s mark 
would not be determinative of his right to registration in the present case, 
for the reason that, regardless of the date of adoption and use by appellant, 
appellant’s mark would nevertheless be unregistrable because it is merely 
descriptive of the goods to which the mark is applied and thus barred from 
registration by section 5 of the Trade-Mark Act of February 20, 1905, as 
amended, which states that no mark which consists merely in words which 
are descriptive of the goods with which they are used or of the character 
of such goods, shall be registered under the terms of that act. 


2 Borg-Warner Corporation v. Century Engineering Corporation, Opp’n 
No. 16,331, 163 M. D. 175, November 18, 1938 
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Then, with reference to the descriptiveness of the mark, he said: 


An examination of these specimens shows that the containers are de- 
signed and intended to hold matches in such a way as to require the matches 
to be pulled out, and to my mind the word “Pulmatch,” applied to these 
containers, is merely descriptive, not only of the containers intended to 
hold matches in such a way that they are to be pulled therefrom, but also 
of the matches which the user withdraws from the container by pulling them 
out. Accordingly it is my view that, under section 5 of the Trade-Mark Act 
of 1905, as amended, the word “Pulmatch” should be held to be unregistrable 
under that act because of being merely descriptive of the goods to which 
the mark is stated to be applied. 

This bar of descriptiveness may be raised at this time, although not 
raised before or considered by the tribunals below. 


Then, with reference to the corporate name question, after cit- 
ing and quoting from the decision in Howard Company v. Baldwin 
Company, 48 App. D. C. 437 [9 T.-M. Rep. 116], he said: 


Although applicant’s mark is descriptive, whereas the word “Howard” 
was a surname in common use, in accordance with the decision in the 
Howard case it is immaterial to the question of the registrability of appel- 
lant’s mark whether or not appellant adopted and used his mark prior to 
the incorporation of the corporations Pullmatch, Incorporated, and Amer- 
ican Pullmatch Corporation. 


He then referred to applicant's argument that he could prove 


consent to his registration by Pulmatch, Inc., a corporation incor- 
porated in 1930, which is now out of existence, but whose incorpora- 
tion was prior to the incorporation of the other two corporations 
above referred to, and said: 


This issue which appellant seeks to raise appears to me to be entirely 
immaterial because in my opinion appellant’s mark “Pulmatch” does not ap- 
pear in some particular or distinctive manner or in association with a 
portrait of the individual, and consent by Pulmatch, Inc. would not lend 
registrability to the mark or overcome the express prohibition included in 
section 5 of the Trade-Mark Act of February 20, 1905, as amended, against 
registration of such mark. In re American Steel & Wire Co., 23 C. C. P. A. 
841, F. (2d) 397 [26 T.-M. Rep. 93]; Vitab Products, Inc. v. Knox Com- 


pany, decided April 12, 1938, 37 U. S. P. Q. 343, 490 O. G. 976 [28 T.-M. 
Rep. 327]. 


Geographical Terms 
Frazer, A. C.: Held that applicant is not entitled to register 


under the Act of 1905 the word “Kem”’ as a trade-mark for playing 
cards. 


3 Edwin L. Grauel v. American Pullmatch Corporation, Int. No. 2946, 
163 M. D. 177, November 25, 1938. 
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The refusal to register is based on the ground that the mark is 
merely geographical. 

In his decision the Assistant Commissioner noted that the word 
is the name of a river in Russia and stated that the case was virtually 
controlled by the ruling of the Court of Customs and Patent Appeals 
in In re California Perfume Co., 19 C. C. P. A. 1028, 56 F. [2d] 
885 [22 T.-M. Rep. 171], where the term “Avon” which is the 
name of a river in England, was held unregistrable. 

In his decision with reference to an argument presented by the 
applicant, he said: 

Applicant suggests that its mark does have a meaning other than 
geographical, calling attention to a marginal note in Webster’s New Inter- 
national Dictionary to the effect that “kem” is a Scotch and dialectal Eng- 
lish variant of the word “kemb.” This archaism of a foreign land is not in 
my opinion of sufficient significance to distinguish applicant’s case from the 
one cited. Unless the alternative meaning of a geographical name or term 


is generally known to the American public, such meaning would seem to be 
of no importance in determining the question of registrability. 


He also noted that the ruling of the Court of Customs and 


Patent Appeals in In re Plymouth Motor Corporation, 18 C. C. 
P. A. 838, 46 F. [2d] 211 [21 T.-M. Rep. 157], where it was held 
that the word “Plymouth” was not merely geographical but it ac 
quired a secondary meaning and was therefore registrable, had been 
overruled by that same court in In re Canada Dry Ginger Ale, Inc., 
24 C.C. P. A., 804, 86 F. [2d] 830 [27 T.-M. Rep. 83]. 

He further said with reference to a certain action of the Ex- 
aminer of Trade-Marks: 


In one of his actions in the instant proceeding the Examiner of Trade- 
Marks indicated that applicant’s mark may be registered with a disclaimer 
of the word “Kem.” I think that ruling was erroneous. While applicant 
speaks of its “composite trade-mark, consisting of the term ‘Kem’ and a 
fanciful design,” the fact remains that the word dominates the mark, and 
to permit a disclaimer would be a mere.evasion of the statutory bar to 
registration.’ 


Frazer, A. C.: Held that Southern Handkerchief Manufactur- 
ing Co. is not entitled to register under the Act of 1905, as a trade- 
mark for handkerchiefs, the notation “‘All American.” 


* Ex parte Kem Card Sales Corporation, Ser. No. 398,905, 163 M. D. 171, 
November 14, 1938. 
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In his decision, after stating that the Examiner of Interferences 
had adjudged that neither party to the interference was entitled to 
registration and that R. W. Eldridge Company had taken no appeal 
from that decision, and further stating that unquestionably the word 
“American” standing alone is purely geographical, but that it is 
contended that the expression “All American” has acquired a second- 
ary significance and is therefore no longer merely geographical, the 
Assistant Commissioner said ; 

The fact that a geographical or descriptive word may have acquired a 
secondary meaning does not necessarily render such word registrable as a 
trade-mark. In re Canada Dry Ginger Ale, Inc., 24 C. C. P. A. 804, 86 F. 
(2d) 830 [27 T.-M. Rep. 83]. 

Then, after stating that he was not convinced that applicant's 
mark would have any other than a geographically descriptive sig- 
nificance to the average purchaser, he said: 

On the specimen labels, submitted with the application to “show the 
trade-mark as actually used upon the goods,” is printed the following: 

“For your protection demand All American handkerchiefs. Made by 
American labor from American grown cotton. Woven in American cotton 
mills. Finished in American bleacheries. Full employment makes prosper- 
ity. Buy American products.” (Punctuation added.) 

In other words, applicant claims to be producing an all-American 


article, which it aptly describes as such by the phrase here sought to be 
registered as a trade-mark.® 


Goods of Same Descriptive Properties 


Frazer, A. C.: Held that applicant is not entitled to register 
the notation “Penn-X”’ as a trade-mark for disinfectants, etc., in 


view of the prior registration by opposer of the term ‘“Pinex’’ for 
cough balsam. 

In his decision the Assistant Commissioner stated that in legal 
contemplation the marks of the parties are the same and the only 
question is whether the goods are of the same descriptive properties, 
and that applicant argued that they were not of the same descriptive 
properties because its product was sold in large cans and drums 
while opposer’s products are sold in small bottles in drug stores, 
and then said: 


5R. W. Eldridge Company v. Southern Handkerchief Manufacturing 
Co., Inter. No. 2959, 163 M. D. 174, November 17, 1938. 
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This difference in trade practices is, of course, important in determining 
the present likelihood of confusion. But the proposed registration would 
include no restrictions with respect to the type or size of applicant’s con- 
tainers, the class of purchasers sought to be reached, or the manner in which 
sales may be effected. Applicant may change its merchandising methods 
at will, even to the extent of adopting small bottles in place of large cans, 
and selling through drug stores as well as to “the agricultural and institu- 
tional trade” which is said to be its present outlet. 

Similarly packaged and distributed, I think there can be little question 
but that applicant’s product and that of opposer must be regarded as of 
the same descriptive properties within the meaning of the Trade-Mark Act.® 


Labels—Copyright Notice 


Frazer, A. C.: Held that applicant is not entitled to register a 
label where it appeared that the copyright notice had not been 
placed upon the goods in the manner required by section 18 of the 
Copyright Act. 

In his decision the Commissioner, after stating that applicant’s 
label was used with envelopes and stating that the statute required 
that in goods of this kind the owner's name should appear, said: 


As originally published the notice of copyright carried by applicant’s 
label consisted merely of the letter C within a circle, followed by the nota- 
tion “G. E. M. Co. 1932.” This was held to be an insufficient compliance 
with the statute, and I think properly so. 


Then, after noting that during the prosecution of the case appli- 
cant submitted specimens on which the original notice was blocked 


ovt and a proper notice including applicant’s name substituted, he 
said: 


The propriety of such substitution is sought to be defended under the 
provision of rule 24 of the Patent Office rules relating to the registration of 
prints and labels, that, “if the copies of the prints or labels furnished are 
for any reason not registrable under copyright law, the applicant may 
substitute copies when legally permissible and which conform to the re- 
quirement of said law.” The rule is clearly inapplicable. When applicant 
published its label without proper notice of copyright it lost its right to 
claim protection under the Copyright Act, and such right could not be 
revived by a subsequent publication with proper notice. 


Then, after stating that applicant asserts that its envelopes 


bearing the label sought to be registered are sold in boxes on which 


® The Pinex Co. v. Rockland Chemical Co., Opp’n No. 16,528, 163 M. D. 
166, November 3, 1938. 
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applicant’s full name appears’ and urges that this is sufficient com- 
pliance with the statute, he said: 

I think the contention is manifestly without merit, if for no other reason 
than that such a construction of the quoted language of the proviso would 


be in direct conflict with section 9 of the act, which requires that the notice 


“shall be affixed to each copy” of the copyrighted work “published or offered 
for sale in the United States.” 


Non-Conflicting Marks 


Frazer, A. C.: Held that applicant is entitled to register, as a 
trade-mark for women’s underwear, a mark which the Examiner 
had described as “a pictorial representation of a girl in a dancing 
posture” which “is rather distinctive and somewhat grotesque,” 
notwithstanding the prior use by the opposer of the notation “Skimp- 
scamp” for the same goods. 

In his decision, after stating that the opposition had been sus- 
tained by the Examiner of Interferences because in the specimen 
labels filed with the Adelman application there appeared in associa- 
tion with the mark the word “Scamp,” the Assistant Commissioner 
said: 

I am clearly of the opinion that the Examiner’s position is untenable. 
Applicant is not seeking to register its label, and extraneous matter appear- 
ing thereon can have no bearing on the question of confusing similarity be- 
tween the trade-marks under consideration. The registration of applicant’s 
pictorial representation will neither add to nor substract from its right to 
use the word to which the Examiner objects. Nor is the Patent Office at 


liberty to say, as the Examiner in effect has done, that such word is a part 


of applicant’s trade-mark. In re Standard Underground Cable Co., 27 App. 
D. C. 320. 


With reference to the argument that the mark was descriptive of 
the goods, he said: 


Opposer urges that registration should be refused on the ground that 
the mark is descriptive of the goods with which it is used, but on authority 
of Jantzen Knitting Mills v. West Coast Knitting Mills, 18 C. C. P. A. 848, 
46 F. (2d) 182 [21 T.-M. Rep. 97], this contention must be overruled.‘ 


Frazer, A. C.: Held that applicant is entitled to register, as 
trade-marks for wheat flour, two marks containing pictures of ele- 


7 Ex parte The Gray Envelope Manufacturing Co., Inc., Ser. No. 59,835, 
163 M. D. 163, November 2, 1938. 

8 Winget Kicknernick Company v. Arthur Adelman, Opp’n No. 16,153, 
163 M. D. 169, November 14, 1938. 
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phants and respectively the words “King Elefant” and “King 
Elefant Special,’ notwithstanding the prior adoption and use by 


opposer of a mark which includes the head of an elephant together 
with other design features and printed matter including the words 
“Tetley’s Tea.” He also held that Fant Milling Company was en- 
titled to register, for the same goods, a mark consisting of the nota- 
tion “Red Elefant,’ and that no ground had been shown for the 
cancellation of that registration. 

The ground of the decision is that in view of the differences in 
goods and the differences in the marks there is no likelihood of con- 
fusion. 


In his decision, after pointing out what the marks were, the 
Assistant Commissioner said, with reference to the goods: 


That wheat flour and tea possess the same descriptive properties within 
the meaning of the Trade-Mark Act there is no longer room for doubt, 
and if sold under identical trade-marks it is quite possible that confusion 
may result. 


He then said: 


However, the marks here under consideration are far from being 
identical. Appellant’s marks include the representation of an elephant, 
and appellee’s mark includes the representation of an elephant’s head. But 
that fact alone does not necessarily render the marks as a whole confusingly 
Similar. In view of the wide differences in the character of the goods, it 
is my opinion that they are not. 

In reaching a contrary conclusion the Examiner of Interferences ap- 
pears to have been influenced to a great extent by a statement in appellee's 
registration to the effect that the essential feature of its trade-mark “is the 
representation of an elephant’s head and two cases or packages suspended 
from the trunk.” I think this amounts to nothing more than would a dis- 
claimer of other features under the present practice, and that such features 
may not properly be disregarded in comparing the marks. 


Then, after quoting from the decision of Joseph Tetley & Co. v. 
Bay State Fishing Co., 23 C. C. P. A. 969, 82 Fed. [2d] 299 [26 
T.-M. Rep. 217], where the court had held that marks must be con- 
sidered as a whole even though certain words had been disclaimed, 
he said: 

So considered, and taking into account the fact that the goods of the 
parties are but slightly related, I am unable to believe that there is any 


reasonable likelihood that confusion or mistake will result from the con- 
current use of the marks before me.® 


® Josephy Tetley & Co., Inc. v. Fant Milling Company (Tex.-O-Kan Flour 
Mills Company Joined with Applicant), Opp’n Nos. 16,486 and 16,517, and 
Canc. No. 3200, 163 M. D. 183, November 30, 1938, 
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Non-Descriptive Terms 


Frazer, A. C.: Held that A. Stein & Company, of Chicago, 
Ill., is entitled to register, under the Act of 1905, as a trade-mark 
for suspenders and garters, the notation “Free-Swing.” 

In his decision he said: 

It does not seem to me that the expression “free swing” is one that would 
normally be used in describing either garters or suspenders. While the mark 
is highly suggestive of a claimed characteristic of applicant’s merchandise, 


I do not think it is so objectionably descriptive as to warrant rejection of 
the application in the absence of opposition thereto.” 


Not a Trade-Mark 


Frazer, A. C.: Held that applicant is not entitled to register, 
under the Act of 1920, as a trade-mark for storage batteries, the 
notation “‘Allrubber Separators.” 

In his decision, after stating that the Examiner had held the 
mark merely an indication of a characteristic of the goods and 
devoid of trade-mark significance, the Assistant Commissioner said: 


I have carefully considered the arguments advanced in applicant’s be- 


half, but I am constrained to agree with the Examiner that the expression 
in question is not a trade-mark. It simply informs the observer that the 
battery to which it is affixed is equipped with all rubber separators, and if 
other manufacturers of batteries similarly equipped should desire to print 


the same information on-their goods their right to do so seems too clear to 
permit of doubt. 


With reference to the argument that the words had been some- 
what distinctly displayed he said: 

Counsel points to the fact that the words as used are somewhat distinc- 
tively displayed, but distinctive display adds nothing to the registrability of 
descriptive marks." 

Van Arspace, A.C.: Held that applicant is not entitled, under 
the Act of 1905, to register its insignia as a trade-mark for litho- 
graphed cards or signs. 

In his decision the Assistant Commissioner pointed out what 
was disclosed by the facsimiles filed with the application and stated 


10 Ex parte A. Stein & Company, Ser. No. 400,326, 163 M. D. 164, Novem: 
ber 3, 1938. 


11 Ex parte Firestone Battery Company, Ser. No. 346,685, 163 M. D. 162, 
November 2, 1938. 
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that the indications on the card were to the effect that the store in 
which the card was displayed is affiliated with Retail Clerks Inter- 
national Protective Association. 

He then said: 


Applicant points out that the mark is both ornamental and arbitrary, 
which is conceded. Applicant also states: “It is true that it is the insignia 
of the association, but there is nothing in the trade-mark statute to in- 
dicate that an association may not register its own insignia applied to goods 
sold in interstate commerce.” However, consideration must be given to 
another aspect, and that is whether the use of the mark is a trade-mark use 
or whether it is a use that has no true trade-mark significance. If the 
latter, the mark is not registrable under the act of February 20, 1905, as 
amended, as has been held frequently heretofore with respect to marks of 
the same general character as applicant’s mark. (Citing decisions.) 

» * 7” 


As I view the specimens filed with the application, the insignia depicted 
thereon is so prominently displayed that it can have no significance other 
than to indicate that it is an advertisement of the applicant association 
and designates that the store is affiliated with the applicant association, or 
in other words, that the store has a contract with and is serviced by ap- 
plicant association in connection with certain labor union matters. To my 
mind, the manner in which this insignia is displayed on the display card is 
not such as indicates that the insignia is applied to the cards as a trade- 
mark for the cards themselves as articles of commerce.'* 


12 Ex parte Retail Clerks International Protective Association, Ser. No. 
387,514, 163 M. D. 182, November 28, 1938. 





